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ACT OF MARCH 4, 1925 


Act or Marcu 4, 1925 


An act to amend the patent and trade-mark laws, and for 
other purposes. 


Be it enacted by the Senate and House of Representatives 
of the United States of America in Congress assembled, That 
whenever a mistake in a patent or trade-mark registration, incurred 
through the fault of the Patent Office, is clearly disclosed by the 
records or files of the office, a certificate, stating the fact and 
nature of such mistake, signed by the Commissioner of Patents 
and sealed with the seal of the Patent Office, may be issued, with- 
out charge, and recorded in the records of patents or trade-marks, 
and a printed copy thereof attached to each printed copy of the 
patent or trade-mark registration, and such certificate shall there- 
after be considered as part of the original, and every patent or 
trade-mark registration, together with such certificate, shall have 
the same effect and operation in law on the trial of all actions 
for causes thereafter arising as if the same had been originally 
issued in such corrected form. All such certificates heretofore 
issued in accordance with the rules of the Patent Office and the 
patents or trade-mark registrations to which they are attached 
shall have the same force and effect as if such certificates had been 
specifically authorized by statute. 

Sec. 2. That Section 892 of the Revised Statutes be, and the 
same is hereby, amended to read as follows: 

“Sec. 892. Written or printed copies of any records, books, 
papers, or drawings belonging to the Patent Office, of Letters 
Patent, of certificates of the registration of trade-marks, labels, 
or prints, authenticated by the seal of the Patent Office and certified 
by the Commissioner thereof, or in his name attested by a chief 
of division duly designated by the Commissioner, shall be evidence 
in all cases wherein the originals could be evidence; and any per- 
son making application therefor and paying the fee required by law 
shall have certified copies thereof.” 

Sec. 3. That Section 11 of the Trade-Mark Act of February 
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20, 1905 (Thirty-third Statutes at Large, page 724), be, and the 
same is hereby, amended to read as follows: 

“Sec. 11. That certificates of registration of trade-marks shall 
be issued in the name of the United States of America, under the 
seal of the Patent Office, and shall either be signed by the Com- 
missioner of Patents or have his name printed thereon and attested 
by an Assistant Commissioner of Patents or by one of the Law 
Examiners duly designated by the Commissioner of Patents, and a 
record thereof, together with printed copies of the drawing and 
statement of the applicant, shall be kept in books for that pur- 
pose. The certificate shall state the date on which the application 
for registration was received in the Patent Office. Certificates of 
registration of trade-marks may be issued to the assignee of the 
applicant, but the assignment must first be entered of record in 
the Patent Office.” 

Approved, March 4, 1925. 


S. S. Kresce Co. v. Cuampion Spark Piue Co.; CHAMPION SPARK 


Prue Co. v. S. S. Kresce Co. 
[3 Fed. Rep. (2d) 415} 


United States Circuit Court of Appeals, Sixth Circuit 


January 10, 1925 


Trape-Marks AND TrapE-NAMES AND Unrair CompPeTITION—“STANDARD” 
Spark Prive anp Core Hexv to Impty TxHose Usep 1x Facrory 
EqQuiIPpMENT. 

The word “Standard” as used on cartons containing spark plugs 
and cores, having printed thereon the words “Standard spark plug 
for Fords” and “Standard spark plug core for Fords,” held to mean 
to purchasers for replacement purposes that the spark plugs and 
cores contained therein were those used in factory equipment of Ford 
cars, on evidence that other items of such equipment were advertised 
as “standard” to indicate that fact, and that such had come to be the 
general understanding of the word when used in that connection. 

Trape-Marxs anp Trape-Names—Unrarr Competition—Fravuputent In- 
TENT May Coton Meaninc oF Worps Usep. 

An underlying intent to perpetrate a fraud on consumers must 
color the accompanying acts, and may be taken into account in 
determining the sense in which the words used would naturally be 
interpreted. 
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Trape-Marks AND Trape-Names—Uwnrair Competition—Evipence or Act- 
vaL Deception Not Essentiat to Unrairr Competition. 

The primary purpose of evidence of actual deception is to show 
tendency or likelihood to deceive, and the manufacturer of a counter- 
feit article will be enjoined from selling it, even though his immediate 
purchaser is not deceived, if the sale is made with the expectation 
that it is to be used by dealers to deceive consumers. 

Trape-Marks AND Trape-Names—Unrair Competition—Prorits REcover- 
ABLE FOR Unrain ComMpetirioN—ABsENCE OF Sates Not CoNCLUSIVE 
Acarnst Recovery. 

On an interlocutory decree for complainant for unfair competi- 
tion, the normal order is for an accounting as to both profits and 
damages, and the fact that thus far there has been no proof of actual 
sales of defendant’s goods as those of complainant is not conclusive 
ecainst recovery. 

Mo XopoLties—DiscraIMINATION IN Prices Hetp Nor 1n VIoLaTION OF 

Crayton Act. 

What the manufacturer of an automobile equipment part sold 
it in large quantities for factory equipment of cars at less than 
cost, the loss expected to be made up by replacement sales at a 
higher price, held not in violation of Clayton Act, § 2 (Comp. St. § 
8835b), where replacement sales were in open competition with other 
manufacturers. 






















In equity. Defendant appeals from an interlocutory decree, 
and cross-appeals from supplementary order granting and limiting 


injunction. Affirmed. 














Henry M. Huzley, of Chicago, Ill. (George L. Wilkinson, of 
Chicago, IIl., on the brief), for S. S. Kresge Co. 

Wilber Owen, of Toledo, Ohio ( A. C. Paul, of Minneapolis, 

Minn., on the brief), for Champion Spark Plug Co. 


Before Denison, Donanvue, and Knappen, Circuit Judges. 


Knappen, C. J.: This suit is for infringement of claims 1, 3, 
and 6 of patent No. 1,180,799, April 25, 1916, to Stranahan, 
assignor to plaintiff, on spark plugs for internal combustion engines, 
and for alleged unfair competition in the sale of plugs and cores 
in imitation of the design, form, dress, and appearance of plain- 
tiff’s plugs. 

The Champion Spark Plug Company, hereinafter called plain- 


Nore:—Only that portion of the opinion relative to unfair competition 
is here printed.—Ep. 
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tiff, is, and for many years has been, manufacturing spark plugs 
under contract with the Ford Company, for use in the manufacture 
of Ford automobiles, and latterly in tractors as well; also in 
selling plugs and porcelains to a large public renewal trade. 
S. S. Kresge Company, hereinafter called defendant, is the pro- 
prietor of a line of 5 and 10 cent stores, which made sales, alleged 
to constitute unfair competition, of plugs and porcelains bought 
from the manufacturer thereof, the Myles-Standish Manufactur- 
ing Company, which conducted the defense herein. Defendant 
denies validity of patent, infringment, and unfair competition. 

The interlocutory decree found the claims in suit valid and 
infringed, and sustained the charge of unfair competition in the 
marketing of plugs and porcelains contained in cartons bearing 
legends such as “Standard spark plug for Fords,” “Ford Plugs,” 
“Ford Core,” and “Manufactured expressly for use in the Ford 
engine,’ which markings were held to effect a palming off on the 
public of defendant’s wares as plugs and cores of plaintiff's manu- 
facture. There were appropriate orders for injunction and account- 
ing. 

No. 4065 is defendant’s appeal from both branches of the 
interlocutory decree. Later defendant presented to the District 
Court three exhibits, and asked determination whether their sale 
(respectively) would infringe the patent or violate the injunction 
against unfair competition. No. 4070 is plaintiff's appeal from 
the order denying injunction against the sale of certain cores with- 
out any inclosing cartons, as well as the sale of such cores in 
cartons bearing the legend “Not made by the Champion Spark 
Plug Company, nor supplied as Ford factory equipment.” No. 4071 
is defendant’s appeal from so much of the order as enjoined the 
sale of such cores in cartons which, while correctly giving the name 
and address of the manufacturer, bore the words “Universal spark 
plug core for Fords.” 

Previous to the commencement of this suit plaintiff had brought 
suit in the United States District Court for the District of Nebraska 
against the Myles-Standish Company for infringement of the 
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same claims of the Stranahan patent as involved here, as well as 
for unfair competition, based on substantially the same grounds as 
are before us. The District Court found the claims valid and 
infringed, and sustained the charge of unfair competition. The 
United States Circuit Court of Appeals for the Eighth Circuit 
afirmed generally the decree of the District Court. 282 F. 961. 
The record in the Standish case is made part of the record in the 
instant case. 

2. Unfair Competition.—In February, 1911, plaintiff began 
manufacturing spark plugs for Ford car factory equipment, and 
has since furnished nearly the entire such spark plug equipment. 
To secure the contract for the sake of replacement business at a 
profit, plaintiff made to the Ford Motor Company a price which 
covered only the materials and direct labor, such price being at 
first about 5 cents, and—as cost of production increased—finally 
about 10 cents per plug below total factory cost, and at once 
began a campaign to reach the replacement trade, by advertising 
its Champion X plugs as Ford factory equipment through news- 
papers, trade journals, advertising cards, and window dressings. 
In 1911 plaintiff had Ford orders for about 200,000 plugs, which 
orders increased from year to year until in 1919, when the Standish 
Company’s competition began, it was selling the Ford Company 
annually about 3,500,000 plugs. It took until some time in 1915 
for the replacement sales to equal the factory equipment sales. 
Plaintiff's expenses, meanwhile, for advertising its plug and the 
fact that it was Ford factory equipment, plus the loss on factory 
equipment sales, amounted to much more than $1,000,000. Plain- 
tiff has not sold the “Champion X” plug as factory equipment 
on any other car than the Ford. There is satisfactory evidence 
tending to show that the term “Standard for Fords,’ when applied 
to a spark plug, had come to mean the standard spark plug equip- 
ment at the Ford factory. Meanwhile the Ford factory had been 
inserting in its “Ford Manual,” a copy of which was placed by 
the factory in each car before it was sent out, a recommendation 
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that the owner use for replacement the plug furnished as factory 
equipment.’ 

About January 1, 1915, after defendant had manufactured 
other plugs, apparently not profitably, it conceived the idea of 
duplicating plaintiff's Champion X plug and core, with knowledge 
that the plugs and cores were Ford equipment, and that plaintiff 
had extensively advertised them as such—obtaining for the purpose 
several Champion X plugs, whose dimensions were carefully meas- 
ured. We quote in the margin from the testimony of Mr. Standish, 
on direct examination by defendant’s counsel, as contained in the 
record of the Standish case. On cross-examination he asked that 
the report of his testimony be corrected, saying, as quoted in the 
margin.* It further appeared that his plugs and cores so copied 
from the Champion X plug and core (except that on the core a 
trade-mark in the form of a horseshoe was substituted for plaintiff's 
trade-mark “Champion X’’) were marketed by the Standish Com- 
pany substantially, at least, without the necessity of advertising. 
After its plugs and cores (which apparently cost less to manu- 


* There is nothing to be gained by experimenting with different makes 
of plugs. The make of plugs with which Ford engines are equipped 
when they leave the factory are best adapted to the requirements of our 
motor, notwithstanding the opinion of various garage men to the con- 
trary. 

? We concluded that, in order to meet the situation for a much-needed 
spark plug, we would adopt the kind of a spark plug that was used in the 
Ford Cars, using that as a model to go by, not that that was the 
Champion X spark plug, or because it was made by any particular com- 
pany, but because it came in the Ford Car, we felt that we could say, 
“That is the kind of spark plug you want, because it is the kind that came 
in the Ford car when you bought it,” or something to that effect. And 
we said we will start and standardize our plug business along this line, 
and by that I mean use the same specifications as are used in the Ford 
car, aS near as we could determine what they were. 

*My testimony should have been that we, in order to meet the 
situation as we saw it, that is, the situation of standardization and gen- 
eral thought along those lines, that we would build a plug along the 
standards of the Ford Motor Company rather than along some of our 
own peculiar ideas, and merchandise it without any comparison, except 
to say: Here is the same kind of plug that Henry Ford uses. We make 
them because he uses that kind. We don’t care whether it is the best 
plug for the Ford motor, or the poorest plug for the Ford motor. We 
won't take a stand on that point; we merely intend to duplicate the 
equipment that comes in the Ford car as far as the general dimensions 
go. 
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facture than plaintiff's) were put into syndicate and 10-cent stores 
(where they retailed at prices much less than plaintiff's), business 
came so fast that the Standish Company had “hard work to take 
care of it.” Eighty-five per cent. of the Standish Company’s sales 
were cores, separately from the plugs. 

On the Standish cartons, which naturally were practically, 
if not exactly, of the same dimensions as plaintiff's, were promi- 
nently printed one or more of the legends previously referred to 
herein—one form of plug containing on its sides respectively, 
“Spark plug for the Ford”; a cut of spark plug; “One-half inch 
standard spark plug for Fords”; “Manufactured expressly for 
use in the Ford engine by Myles-Standish Manufacturing Com- 
pany, Nebraska, U. S. A.”’; on one end, “For Fords”; on the other 
end, “14-inch standard.” The marks on the sides of one of the 
Standish core cartons were, respectively, “Standard Spark Plug 
Core for Fords’’; accompanied by a representation of the core; this 
was repeated on a second side;‘on the third side a cut of the 
core; and on the fourth the same statement of manufacturing origin 
as in the case of the plug cartons described; on each of the ends 
of this carton were the words “Ford core.” While none of these 
cartons were of the identical color used by plaintiff (red), and 
while some were of an entirely different color, the two described 
were of an orange color. 

On their face these acts would seem—on familiar principles— 
plainly to spell unfair competition, for we cannot accept defend- 
ant’s contention that the word “standard,” as used on the cartons, 
is merely descriptive, and so does not mean standard or factory 
Ford equipment. It is true that a one-half inch thread is a standard 
size thread, and that “standard” is also sometimes used to indicate 
the more common short plug, as distinguished from a long or ex- 
tension plug, which carries the electrode lower down into the engine 
cylinder, and it may be that, if such words as “one-half inch stand- 
ard spark plug for Fords” stood alone, the charge of piracy might 
fail. But those words do not stand alone, and we cannot escape 
the conviction that the legends “spark plugs for Ford,” “for Fords,” 
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“standard spark plug core for Fords,” were calculated to and 
naturally did give the understanding that the plugs and cores were 
factory equipment. The record shows that the words “Standard 
equipped” and “Standard equipment” were used in advertisements 


by manufacturers of snubbers, gears, transmissions, lighting sys- 
tems, reverse gears, and other things to indicate factory equip- 
ment. We think this would be the natural interpretation. 

Defendant insists that its intention is not material. True, 
if defendant had the right to do what it actually did, its evil 
motive would not create an action against it, and, if it had not 
such right, a good intention would not excuse. Globe-Wernicke Co. 
v. Macey Co. (C. C. A. 6) 119 F. 696, 704, 56 C. C. A. 304. 
But it does not follow that a deliberate intention to pirate may 
not be taken into account in determining the sense in which the 
words used would naturally be interpreted—the sense in which 
they were expected to be interpreted. ‘When we find as a fact, 
from the other conduct of the defendant, that the underlying intent 
is to perpetrate a fraud upon the consumer, this intent must color 
the accompanying acts, and some which otherwise might be innocent 
become guilty.” Coco-Cola Co. v. Gay-Ola Co. (C. C. A. 6) 200 
F. 720, 723, 119 C. C. A. 164, 167 [3 T. M. Rep. 1]. 

We scarcely need say that, if the cartons are otherwise calcu- 
lated to create the impression that defendant’s plugs and cores 
are Ford factory equipment, the use of defendant’s name thereon 
cuts little figure, so far as concerns the Ford owner, whose original 
plug and core came installed in the car and not in cartons, and 
who may well not have known the actual name of the plug, much 
less than that of the manufacturer, which, so far as shown by the 
record, was not given in the Ford manual. 

We are not impressed by the objection of lack of evidence 
that any one has been misled by defendant’s acts. The primary 
purpose of evidence of actual deception is to show tendency or 
likelihood to deceive. That office is, we think, performed by the 
evidence of the furnishing to plaintiff’s representatives, at numerous 
sales places in different cities (including 10-cent stores) of defend- 
ant’s plugs or cores in response to requests for the Champion X 
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plug or core, or a standard Ford plug or core—frequently with 
express assurance on the part of the seller of the genuineness 
of the article so sold. The fact that the purchaser under such 
circumstances was not deceived has no tendency to indicate that 
such would not have been the effect upon the ordinary and casual 
buyer, who is to be reckoned with. Samson Cordage Works v. 
Puritan Cordage Mills (C. C. A. 6) 211 F. 603, 610, 128 C. C. A. 
203, L. R. A. 1915E, 1107 [4 T. M. Rep. 225]. Indeed, the 
manufacturer of a counterfeit article will be enjoined from selling 
it even though his immediate purchaser be not deceived, if the 
sale be made with the expectation that it was to be used by the 
dealers to deceive consumers. Coco-Cola Co. v. Gay-Ola Co., supra, 
pages 720, 723. 

Nor do we think the charge of unfair competition affected by 
the fact that since about January, 1922—and thus since the in- 
stitution of the instant suit—plaintiff has supplied as factory 
equipment, for both Ford cars and Ford tractors, an extension plug 
called “Champion Ford,” instead of “Champion X,” and which 
plug, except as to length, is the same plug as “Champion X.” * 
Not only is the original or short length Champion X still standard 
factory equipment for cars built before the extension form was 
adopted, but the name Champion X is still used on Champion 
plugs sold by plaintiff to others than Ford, whether short form or 
long form; both forms being advertised as standard Ford equip- 
ment. 

Nor do we think it important that during a portion of the 
year 1921 the Ford Company bought from the Bethlehem Company 
about half a million spark plugs. The Champion plug made by 
plaintiff did not thereby cease to be standard Ford equipment. 
Not only has it apparently ever since been exclusively such stand- 
ard equipment, but even during 1921 plaintiff furnished the Ford 
Company therefor about 2,500,000 Champion X plugs. We see 

*The form of the porcelain of the extension plug is the same as 
that of the earlier short plug, except that it has two circumferential 


ribs near its upper end and is marked “Champion Ford,” instead of 
“Champion X.” 
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no occasion to interfere with the provision for accounting as to 
both profits and damages. Such would be the normal order. 
I. T. S. Rubber Co. v. Tee Pee Rubber Co. (C. C. A. 6) 288 F. 
794, 798 [13 T. M. Rep. 303]. And it is by no means clear that 
plaintiff may not prove entitled to substantial recovery. Lack of 
proof thus far that sales have been made to purchasers who thought 
they were buying plaintiff's goods is not conclusive against recovery, 
especially in view of what we have already said on that subject. 

Defendant contends, however, that plaintiff comes into equity 
with unclean hands, in that its sales of plugs for factory equipment 
at less than cost—to be compensated for by increased prices for 
replacements—violates the Clayton Act (38 Stat. 730, Act Oct. 15, 
1914, c. 323, § 2 [Comp. St. § 8835b]). That act—rightly inter- 
preted—forbids discrimination in price between purchasers only 
where the effect may be unreasonably to lessen competition or tend 
to create a monopoly, which we think is not shown to be the case 
here. The price of the car to the original purchasers is presumably 
lessened by the low prices paid for factory equipment. The re- 
placement price is not necessarily thereby increased above the 
normal from the mere fact that the loss incurred in providing 
factory equipment must be overcome by replacement prices. The 
field is open to all fair competitors. No doubt the immense quan- 
tities of plugs which plaintiff has been able to supply as factory 
equipment has enabled it to manufacture and market at much less 
cost than it otherwise could. The furnishing of factory equipment 
at less than cost seems to present a not unfair analogy to cost of 
advertising. 

The Circuit Court of Appeals of the Eighth Circuit made no 
reference to this defense. In our opinion the decisions in the 
gasoline and acetylene tank cases furnish some degree of analogy. 
Canfield Oil Co. v. Federal Trade Commission (C. C. A. 6) 274 F. 
571; Auto Acetylene Light Co. v. Prest-O-Lite Co. (C. C. A. 6) 
264 F. 810 [10 T. M. Rep. 320]; Id. (C. C. A.) 276 F. 537; 
Standard Oil Co. v. Federal Trade Commission (C. C. A. 3) 282 
F. 81. Apart from the effect of the provisos in the second section 
of the Clayton Act, and whether or not a violation thereof would 
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defeat action for unfair competition, we think the Act does not 
apply here. 

The decree of the District Court in No. 4065 is accordingly 
affirmed, with costs. 


The Supplemental Record 


In No. 4070 Judge Westenhaver did not pass upon the ques- 
tion whether or not the sale of cores like Defendant’s Exhibit X, 
without inclosing cartons, would violate the injunction against un- 
fair competition, but made the order denying injunction with per- 
mission to plaintiff, at its option, to institute supplemental pro- 
ceedings for unfair competition, if defendant should sell such plug 
cores without enclosing cartons. 

We are disposed to think such sales not unfair competition, 
in view of the fact that defendant is at liberty to make cores like 
plaintiff's, so long as nothing is done to palm them off as plaintiff's 
manufacture, or as standard Ford factory equipment, in connection 


with a presumption that an owner’s familiarity with the appear- 


ance of the plug and core, as installed in his car, especially after 
even a comparatively brief period of use has stained the core, 
would scarcely make him likely to be deceived by a core not 
contained in a carton, and with no marks directly suggesting plain- 
tiff’s structure, or merely because it fits the plug. 

We also think injunction was properly denied against the use 
of the carton containing the distinct disavowal of plaintiff's manu- 
facture and of its being supplied as Ford factory equipment. The 
order in No. 4070 is affirmed; costs of this Court to be divided. 

In No. 4071 the order of the District Court is also affirmed, 
with costs of this Court. We think it governed by the considera- 
tions already discussed in the main case. 
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Cirrus Soap Co. or Catirornia v. Roya, Lemon Propvcts Co. 


ET AL. 
[2 F. R. (2d) 972] 


Circuit Court of Appeals, Eighth Circuit 
December 10, 1924 


Trape-Marks AND TrapE-Names—Uwnrain ComPpetit1ion—StTaTEMENT OF 
ConstirveENT oN Lapyt Nor an _ INFRINGEMENT—APPEAL—AF- 
FIRMAL. 

The fact that a lemon product is a constituent element of a 
washing powder does not give the maker the right to prevent another 
manufacturer, who also uses a lemon product, from stressing that 
fact to the public. All he can ask is that the particular device used 
by him to designate his goods shall not be so closely simulated as 
to cause confusion in the minds of ordinary purchasers. 


Appeal from the District Court of the United States for the 
District of Minnesota. 


In equity. From an order denying preliminary injunction, 
complainant appeals. Affirmed. 


H. J. Bischoff, of San Diego, Calif. (Louis S. Headley, of 


St. Paul, Minn., on the brief), for appellant. 

A. C. Paul, of Minneapolis, Minn. (Richard Paul and Maurice 
M. Moore, both of Minneapolis, Minn., on the brief), 
for appellees. 


Before Stone and Kenyon, Circuit Judges, and Faris, Dis- 
trict Judge. 

Stone, C. J.: From denial of injunction to prevent claimed 
infringement of trade-marks, this appeal is brought. 

The trade-marks relate to washing powders in which one of 
the elements is a product from the lemon. The trade-marks are 
“a lemon supported on a twig and accompanied by leaves, and 
having the word ‘citrus’ printed on the lemon” and a “representa- 
tion of a lemon.” The mark on appellees’ goods is a combination 
of the letters R and L within blue circles on a yellow background, 
supported by clusters of lemons and leaves, below which in white 
letters on a blue ground, are the words “Royal Lemon.” On the 
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top and bottom of the cartons of appellees is the RL device with 
clusters of lemons. 

The infringement claimed is in the use of the word “lemon” or 
the likeness of a lemon. The prominent colorings, the appearance 
and the use of the word “lemon” with the pictures of lemons are es- 
sentially different in the two packages. In very small type on each 
package is the information that one of the constituents of the powder 
is from the lemon. No one familiar with the appearance of one of 
the packages would ever mistake the other for it. The only pos- 
sibility of confusion in the public mind concerning the two packages 
of powder would be through the thought of lemon. Obviously, the 
fact that a lemon product is a constituent element in a washing 
powder cannot be taken advantage of and monopolized to the 
extent that no other maker of such powders, who, also, uses lemon 
product, can be prevented from stressing that fact to the public. 
If the only or main practical effect of the trade-mark of the appel- 
lant has been to identify his product with the thought of a lemon, 
then his exclusive trade-mark monopoly is narrower than that 


effect. He cannot prevent others who do use a lemon product from 
so stating and so stressing. All he can ask is that the particular 
device used by him to designate his goods shall not be so closely 
simulated as to cause confusion in the mind of the ordinary pur- 
chaser of such products. 

The decree should be and is affirmed. 
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GENERAL Baxtne Co. v. GorMAN 
[3 F. R. (2a) 891] 


United States Circuit Court of Appeals, First Circuit 
January 27, 1925 


Rehearing Denied March 9, 1925 


Trape-Marks aND Trape-Names—Oricin oF Riguts—Score or Feperat 

REGISTRATION. 

Since rights in trade-marks are of common law origin and ap- 
purtenant to an established business in connection with which they are 
used, the federal registration of a trade-mark for use in interstate 
commerce gives no right to its use in a purely local business, sub- 
sequently established, as against a local prior user. 

Unram Competition anp Trapr-Mark InrrinceEMENT—BaseED ON INTEREST 
or Born Deatrr ann Pusiic—DirrerentTiaTeD From Patents 

AND CopyRIGHTs. 

Unlike the case of a copyright or patent, under which the rights 
originate in a monopoly grant from the Government, unfair competi- 
tion—of which trade-mark infringement is but a part—is grounded 
on the right of both dealer and purchasing public to be protected 
from frauds of which both are victims. 

Trape-Marxs—Unrair Competitrion—Limit or Trape-Marx Rieu. 

The use of a trade-mark for bread gives the user no right in its 
use for a different kind of bread, made in a different place, for local 
trade, exclusively. 

Trave-Marxs—Unram Comperirion—“Bonp” ann “Liserty Bonn” ror 

Breap—MIsrREPRESENTATION AS A GrouND For Denyine Prorec- 

TION. 

Where complainant in 1915 adopted the name “Bond” as a trade- 
mark for its bread made and sold in certain cities and States, other 
than Rhode Island, and in 1921 instituted a bread-making contest 
among the women of Providence, R. I., stating that the prize-winning 
recipes would be used in making a bread to be called “Bond” bread, 
a distinctly Rhode Island product, but in fact never used said recipes 
in making such bread, which was always made after established 
formulas used in other states, held that, because of such misrepresenta- 
tion, complainant acquired no good-will or other rights in the name 
“Bond” as against a local baker’s right to the word “Liberty Bond” 
for bread, adopted by him without knowledge of the complainant’s 
use of the word “Bond” in other States. 


In equity. Suit for trade-mark infringement. Decree for 
defendant, and complainant appeals. Affirmed. 


For opinion below, see 14 T. M. Rep. 267. 


Julius M. Mayer, of New York City (F. P. Warfield, E. W. 
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Leavenworth, and Mayer, Warfield & Watson, all of New 

York City, on the brief), for appellant. 

James H. Higgins, of Providence, R. I. (William H. Cam- 
field, Walter V. Moriarty, and Fitzgerald § Higgins, all 
of Providence, R. I., on the brief), for appellee. 


Before JouHnson and ANperson, Circuit Judges, and 
Brewster, District Judge. 






Anverson, C. J.: Plaintiff sought in the court below an 
injunction and accounting for trade-mark infringement and for 
unfair competition, on the ground that the defendant’s sale of 
“Liberty Bond” bread in Pawtucket, Central Falls, and vicinity, 
R. I., infringed the plaintiff’s alleged trade-mark “Bond.” In 
this Court no contention is pressed of unfair competition or for an 
accounting. But the plaintiff still asserts itself entitled to an 
injunction. 























Jurisdiction rests on diversity of citizenship. The appellant 

was organized in 1911, and at that time took over and has since 

operated a bakery in Providence. In what other cities and states 

: it then had plants does not appear. In its Providence plant it 

manufactured and sold bread under various names, “Butternut,” 

“Mrs. Walker’s,” etc., but it did not use in Rhode Island the name 
“Bond” until 1921. 

In 1915, it began to use the name “Bond” in Rochester, N. Y., 
after an advertising campaign like the one carried on in Providence 
in 1921, hereinafter described. It registered ““Bond’’ as a trade- 
mark in the United States Patent Office on April 18, 1916. 

After similar advertising campaigns, it began in 1916 to sell 
“Bond” bread in Buffalo, and in May, 1917, in Philadelphia. 

In August, 1917, the defendant, acting, as the Court below 
found, in entire good faith and without any knowledge of the plain- 
tiff’s previous use of the word “Bond” in Rochester, Buffalo, and 
Philadelphia (three cities only), adopted the words “Liberty Bond’”’ 
for bread manufactured and sold by it in Pawtucket, Central Falls, 
and vicinity. Defendant’s name and the Statue of Liberty appear 
conspicuously on the wrapper. 





290 FIFTEEN TRADE-MARK REPORTER 


After this adoption of the name “Liberty Bond” by the defend- 
ant in August, 1917, plaintiff extended the sale of its bread as 
“Bond” bread to some 20 cities and expended over $3,000,000 in 
advertising, apparently all directed to pushing “Bond” bread. 
But, so far as appears, in each city plaintiff represented its “Bond” 
bread to be of local genesis (as it did later in Rhode Island), 
and hence different from the “Bond” bread sold elsewhere. 

On January 11, 1921, plaintiff notified defendant that it 
claimed that his use of the name “Liberty Bond” on bread wrap- 
pers was an infringement of its alleged trade-mark “Bond.” This 
was preliminary to introducing “Bond” bread to Rhode Island. 

In March, 1921, plaintiff advertised in the Providence news- 
papers a prize contest among the women of Rhode Island in mak- 
ing bread. It announced that prizes amounting to $1,000 would 
be awarded to the 121 women who submitted the best loaves of 
bread and that— 

“The prize-winning loaves will be taken as a model from 
which the General Baking Company will produce Bond bread. 
This Bond bread will be offered to the public after the expert 


bakers analyze the loaves the prize-winners submit, and copy their 
ingredients and qualities as modern baking science really can. 
These prize-winning loaves will be taken as ideals, which the 
General Baking Company will copy and incorporate in a new loaf 
of bread to be called Bond bread.” 

Also: 


“This will be called Bond bread because it will be guaranteed 
by the Bond of the General Baking Company, to possess the same 
pure ‘home’ ingredients, the same homemade taste, the same crust, 
and the same texture as the best homemade loaves which your 
committee of well-known Rhode Island women judges will choose. 
* * % 

“We will make bread your way. * * * 

“And every day more and more Rhode Island people are 
adopting this ‘child’ of those public-spirited women who submitted 
their homemade loaves.” 

Thus, and otherwise, plaintiff represented that it would offer 
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on the Rhode Island market a new bread, made in accordance 
with the ascertained, composite, bread-making skill of Rhode Island 
housewives, and that “Bond” would mean a guaranty by the 
plaintiff of conformity to the high standard thus learned from 
Rhode Island housewives. 

The scheme thus advertised sharply contrasts with the usual 
process of introducing, from without, an old, standardized product, 
alleged to be better than that in current local use. But such was 
the plaintiff's scheme for expanding its business in various cities. 
Its vice-president testifies that these methods were used in at least 
eight or ten cities. 

This advertising was wholly mendacious. The bread made 
and sold in Providence was not modeled on the composite skill of 
Rhode Island women breadmakers. It was made in accordance 
with the formula that the plaintiff had used, generally, for bread, 
since 1915. No changes were made in the formula, used in 
Providence, or in any other cities where like bread-making contests 
were carried on, in order to conform to a standard derived from 
bread made by the competing women. The bread these flattered 
women bought was no “child” of their combined skill. It originated 
in New York, and was of doubtful parentage. 

Plaintiff's chief witness testifies: 

“X.Q. 194. Were these advertisements substantially the same 
in all those eight or ten cities? A. I think so. 

“X.Q. 195. And in each one of those eight or ten different 
cities you gave the people of those cities the distinct impression 
that in making this Bond bread you were going to depend on the 
advice and counsel of the contests of the different housewives that 
these different localities gave you, didn’t you? A. Yes, sir. 

“X.Q. 196. And at the same time you had your own formula 
all through the country, and you were following it previous to that, 
and you have followed it since? A. Yes.” 

On this state of facts, we are constrained to hold that the 
plaintiff had no good-will or other rights in the name “Bond,” as 
applied to bread sold in Rhode Island, which it can ask a court 
of equity to protect. The alternatives are these: 
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If the Rhode Island “Bond” bread had had the genesis that 
the plaintiff advertised, the plaintiff would have had no rights in a 
trade-mark, growing out if its previous use of the mark elsewhere, 
for in Rhode Island “Bond” Bread would have meant a new bread. 
As the advertising as to the genesis of the Rhode Island Bond 
bread was false, it gained no rights in Rhode Island as to the 
future. See Worden v. California Fig Syrup Co., 187 U. S. 516, 
23 S. Ct. 161, 47 L. Ed. 282, and cases cited; particularly Man- 
hattan Medicine Co. v. Wood, 108 U. S. 218, 224, 2 S. Ct. 436, 
27 L. Ed. 706. In this case, plaintiff was held disentitled to any 
relief because dishonestly advertising that its medicine was manu- 
factured by Moses Atwood, of Georgetown, Mass., when in fact 
it was manufactured by the Manhattan Medicine Company, of New 
York City. A fortiori, in the case at bar, the plaintiff is entitled 
to no protection in a trade grounded upon representations that it 
was making Rhode Island bread in accordance with the composite 


skill of Rhode Island housewives, when in fact it was palming off 


the same kind of product that it had used for five or six years in 
various other places. 

It should never be overlooked that trade-mark and unfair 
competition cases are affected with a public interest. A dealer’s 
good-will is protected, not merely for his profit, but in order that 
the purchasing public may not be enticed into buying A’s product 
when it wants B’s product. In meritorious cases of this kind, 
the plaintiff is acting, not only in his own interest, but in the 
public interest. The situation is radically different from that which 
arises in cases of alleged infringement of a copyright or a patent, 
under which the rights originate in a monopoly grant from the 
government. The existence and extent of such monopolies are 
therefore, except as they reward and thus promote ingenuity, 
adverse to the rights of the purchasing or using public. In one 
aspect, the alleged infringer of a copyright or of a patent is in 
a fight for the public interest—to make a free and open field. 
But unfair competition—of which trade-mark infringement is but 
a part (United Drug Co. v. Rectanus Co., 248 U. S. 90, 97, 39 
S. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 1])—is, broadly speaking, 
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grounded on the right of both dealer and purchasing public to be 
protected from frauds of which both are victims. Dadirrian v. 
Yacubian, 98 F. 872, 876, 39 C. C. A. 321. In these cases, the 
infringer works a fraud upon dealer and customer alike; his palm- 
ing off is piracy pure and simple. 

We are therefore driven to the conclusion, apparently reached, 
although not quite flatly stated, by the Court below, that the 
plaintiff has in Rhode Island no trade-mark right in the word 
“Bond.” What rights, if any, it has elsewhere, is a question not 
now before us. So far as appears, the plaintiff's Rhode Island 
tzade was entirely intrastate as was the defendant’s. It made and 
sold bread in Rhode Island. It does not appear to have imported 
it from outside plants, or to have exported it from the Providence 
plant. For this, as well as for other fully adequate reasons, it is 
impossible to attach any significance to its federal registration 
of its trade-mark for interstate business. 

The general result is that if, as between “Bond” and “Liberty 
Bond,” as applied to the sale of bread in Rhode Island, there be 
any infringement, plaintiff is infringing upon the defendant’s 
rights, not the defendant upon the plaintiff’s rights. If the plain- 
tiff’s claim “that ‘Bond’ and ‘Liberty Bond’ are deceptively similar” 
is sound, plaintiff is responsible for the deception. 

While the Court below was “of the opinion that there is not 
in fact any deceptive similarity between the labels of plaintiff and 
defendant, and that the possibility of confusion is slight,” we think 
that question should be left open for any further proceedings 
found necessary, in the light of competitive experience, to protect 
the defendant and the purchasing public. 

Perhaps it is well to add that, if we assume the facts to be 
substantially as the plaintiff claims them to be, this case falls 
within the doctrine of the Rectanus Case, supra, and the Hanover 
Milling Case, 240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713 
[6 T. M. Rep. 149], applied by this Court in the Narragansett 
Dairy Case, 262 F. 880 [10 T. M. Rep. 191]. The defendant 
adopted in good faith, as the Court below found, the trade-mark 
“Liberty Bond” as early as August, 1917. The plaintiff made 
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no attempt to sell bread in Rhode Island as “Bond” bread until 
March, 1921, ten years after it began operation in Providence. 
At that time the defendant had a good-will in its trade-mark, 
apparently covering Rhode Island. 240 U. S. 426, 36 S. Ct. 365. 
Plaintiff was a later comer with its “Bond” bread (assuming for 
the moment that “Bond” bread and “Liberty Bond” bread would 
cause any confusion in the use), and could not destroy or encroach 
upon the defendant’s good-will in its trade-mark earlier adopted. 

We repeat here what we said in the Narragansett Dairy Case, 
262 F. 880, 881, referring to the Rectanus Case, supra: 

“The legally significant facts are, we think, on all fours with 
the case at bar.” 

Besides, the plaintiff had, for three years after defendant had 
put out Liberty Bond bread, known of the use, and had given no 
warning of its intention of using “Bond” on its Rhode Island 
bread; on the contrary, its use of other names for ten years on 
its Rhode Island output would ground the inference that it had 
no intention of using “Bond” as a trade-mark in Rhode Island, 
even if, in 1915, it had used it in New York, and had registered 
it in 1916 for interstate trade. But its intention, disclosed or 
undisclosed, was entirely immaterial. 

Plaintiff's learned counsel contend that the federal registra- 
tion of its trade-mark in 1916 gave it a practically unlimited right 
of expansion, so that local bakers were thereafter charged with 
knowledge of its purpose to introduce in their communities “Bond’”’ 
bread, and were therefore prevented from adopting any trade- 
name which might conceivably infringe upon the “Bond” trade- 
mark. This contention, on analysis, falls little short of making 
federal registration of a trade-mark the equivalent of a patent or 
a copyright—a far-reaching proposition we cannot adopt. Nothing 
is better settled than that rights in trade-marks are of common- 
law origin, and are always “appurtenant to an established business 
or trade in connection with which” they are employed. See T'rade- 
Mark Cases, 100 U. S. 82, 25 L. Ed. 550; Ainsworth v. Walmsley, 
L. R. 1 Eq. 518, 524. 


Rhode Island cannot be deprived of the power to protect its 
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citizens in the good-will of their business by federal registration 
of a trade-mark for interstate commerce. Compare the pungent 
observations of Mr. Justice Holmes in his concurring opinion in 
the Hanover Milling Case, 240 U. S. 425, 426, 36 S. Ct. 357, 
60 L. Ed. 713. The defendant has as much right to expand as 
has the plaintiff. In Rhode Island its rights to “Liberty Bond” 
or any similar mark on bread are superior to the plaintiff's rights. 
Registration for interstate use is not even notice of a purpose 
“to expand” by building local plants as centers of intrastate trade. 
Even if it were notice, it would have no effect on a right that 
“grows out of its use, not its mere adoption.” 248 U. S. 97, 39 
S. Ct. 48. Compare Waldes v. International Manuf’rs’ Agency 
(D. C.) 237 F. 502, 504 [7 T. M. Rep. 7]. 

The result is that, both as matter of law and as matter of 
fact, plaintiff has no case against this defendant, and the decree 
below must be affirmed, with costs. 


The decree of the District Court is affirmed, with costs to the 
appellee. 


RosenBere Bros. & Co. v. ELLiorr 
[3 F. (2d) 682] 


United States District Court, Eastern District of Pennsylvania 


January 24, 1925 


Trape-Marxks AND Trape-Names—“FasHion Park” ror CLloru1nc—UnNrair 
Competit1Ion—Trape-Mark ror Reapy-Mape Ciotuine Nor In- 
FRINGED BY Use or Same Marx For Harts. 

Complainant’s trade-mark for ready-made clothing, which it manu- 
factures and which includes only outer garments, such as overcoats, 
coats, vests and trousers, held not infringed by the use by defendant of 
the same trade-mark for hats, which are in a different line of trade. 

Trape-Marks AND Trape-Names—Unram Competition—Exctiusive Ricut 
Tro Marx Limrrep to Trave 1n Wuicu Ir Is Usep, on Same Line 
or TRapeE. 

The owner of a trade-mark has a property right in it only in 
relation to the trade in which he uses it, and is entitled to exclude 
others from its use only in that trade, or in a trade so closely related 
to it that it is found to be the same line of trade. 
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In equity. Sur trial hearing on bill, answer, and proofs. 
Decree for defendant. 


Coz, Kent & Campbell and Clarence G. Campbell, all of 
New York City, and Cyrus N. Anderson, of Philadelphia, 
Pa., for plaintiff. 

Andrew Foulds, Jr., of New York City, and John S. Free- 
mann, of Philadelphia, Pa., for defendant. 


Dickinson, D. J.: The cause of action here if there is one, 
is based upon the averment of a trespass upon the trade-mark 
rights of the plaintiff. The real question presented is one of 
some interest in itself, and is one the answer to which doubtless 
affects quite a number of the users of trade-marks. 

The plaintiff is a manufacturer of what is known as “ready- 
made clothing.” The descriptive features of this name or phrase 
are always understood to include (and this is in accord with the 
fact here) only what is sometimes called “outer” clothing, and to 
be exclusive of hats, collars, cuffs, shirts, underwear, socks, and 
the like. The trade of the plaintiff is further strictly a wholesale 
trade. 

The defendant, on the other hand, is a dealer selling only at 
retail and (so far at least as affects the averred cause of action) 
does not sell the line of “goods” which the plaintiff manufactures. 
The real point on which the controversy pivots may be best 
presented by the following fact statement: 

The plaintiff owns and uses a trade-mark, which is also 
registered in the following forms: 


“Fashion Park Clothes.” 


“Fashion Park.” 
“Tailored at Fashion Park.” 


The only use which the plaintiff made of the trade-mark, and 
the only use which plaintiff had for it, was to mark or identify 
as its make overcoats, coats, vests, trousers, and the like kind of 
clothing manufactured by it. It was never used to mark or 
identify hats, nor did the plaintiff make hats. 
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The defendant, on the other hand, sold hats, and sold them 
with the name of “Fashion Park” on the lining, and advertised 
them by cards as “Fashion Park Hats.” He did not sell the line 
of clothing which plaintiff manufactured. The manufacturer of 
the hats which he did sell made application to register a trade- 
mark like that of plaintiff. The ultimate Patent Office finding was 
a refusal of the right to a registered trade-mark. An appeal has 
been taken or is impending to have this ruling reviewed as pro- 
vided by law. 

The real question is the extent or scope of the property right 
in a trade-mark. Does the exclusive right which the trade-mark 
owner has extend to any use of it, or is it limited to the same 
kind of use which he makes of it? Directed to the fact situation 
here presented, the specific question is (assuming the use of the 
trade-mark on clothing would be a trespass upon plaintiff's trade- 
mark rights) whether marking hats in the same way would be like 
trespass? We have mentioned the fact of a pending effort to 
have a trade-mark registered by the hat manufacturer. 

The question thus presented is a quite different question from 
that here presented. The industry of counsel has brought to light 
a number of instances of the use of like trade-marks to identify 
manufactured products of a different kind or class. An analogous 
instance is that of the Stetson hat and Stetson clothes or shoes. 
It can be readily understood that one who has by merit or wide 
publicity made a good name for himself, or for that in which he 
deals, would resent the use of that name by another merely because 
it has advertising value. The feeling is not merely one of wounded 
vanity, but is that the second user has appropriated to his own 
selfish purposes that which has cost the first user good money, 
and to which the second has no claim of right. The real question 
is, however, whether there is in this any legal injury. If the 
first user has a property right in the name itself, the legal injury 
is clear. If, however, his sole right is one of protection to his 
trade in that in which he deals, and there is no injury to that 
trade, it is difficult to grasp the thought of a legal injury. 

The purchasing public may have confidence in a particular 
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dealer, or think the things in which he deals to excel in quality, 
and yet not have the knowledge to enable them to tell upon mere 
inspection what are the “goods” of that dealer. It is helpful, in 
consequence, to put upon them a sign manual. There is in the 
trade-mark law a policy of the law to protect the public as well 
as to recognize a right of property in the dealer. A trade-mark 
is thus a mark or symbol of origin, or of the source of supply of 
things in which one has a trade. It serves to identify and make 
known that which he has for sale, and which may be in demand 
because it emanates from him. It is a protection or guard against 
unfair competition. To such protection the owner of the trade-mark 
has a claim of right. Beyond this, however, the legal right does not 
extend. He has no exclusive right to engage in trade in any 
particular line of goods, nor by his trade-mark alone does he have 
the exclusive right to trade in any particular kind or style of goods. 
He has likewise no ownership in or exclusive right to use any mark 
or symbol, unless its use by others may cause their goods to be 
mistaken for his. The line which marks the end of the danger 
of such a substitution marks the limits of his right. 

Whenever one, at great expense to himself, creates a value 
for a name or a mark, he resents, as we have said, its appropria- 
tion and use by another. If any one has a property right in such 
mark, it is the one who was the creator of the value. The real 
question is whether any one has such property right. Assuming 
the manufacturer of an automobile to have a valid registered trade- 
mark in the mark or label “Packard Six,” if any unauthorized 
person sold another make of automobile under that name, there 
would be no hesitation in making the finding of a violation of the 
trade-mark right. If, however, the sale was not of an automobile, 
but of a toy car, would this be a trespass upon the rights of the 
owner of the trade-mark? Doubtless the maker of the automobile 
would think the toy car to be a fairly good advertisement of his 
automobile, and not complain nor think any damage done to his 


trade. We are speaking, however, of the legal injury, not of the 
quantum of the damage. Would there be any legal injury? The 
maker of a watch, which was sold under the trade-name of the 
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X watch, and who had given a high reputation to his watches sold 
under that name, might resent it as an encroachment if a manu- 
facturer put out an automobile under the same name of X, and 
adopted as a trade slogan that his automobile was “built like a 
watch,” or, more especially, “like an X watch.” If the automobile 
was mechanically well built, the watch manufacturer might feel 
that his watch had been complimented. If the automobile was 
a poor job, its maker might be guilty of what was in a sense a 
trade slander upon the watch. 

In what view, however, could the use of the name X for an 
automobile be considered an infringement of a watch trade-mark? 
Wherein would be the danger of any purchaser mistaking an 
automobile for a watch? By the same token, who would mistake 
a hat for an overcoat? The true view would seem to be that one 
dealer has as much right to the use of X as a trade-mark as 
another. Whether it is good policy to permit one person to register 
a trade-mark used by another, although to mark a different line 
of “goods,” is a wholly different question from that before us. 
The first user, however, cannot appropriate it, so as to confer 
upon himself the right to its sole or exclusive use. He has 
the right of appropriation, but it is sub modo only, and is limited 
and restricted to his use of it as a “mark” to designate that in 
which he deals, so that nothing else can be palmed off as his upon 
those who would otherwise buy that in which he dealt. 

The experienced and very capable counsel for plaintiff do not 
combat this view, but assert that the right of protection extends 
all along the line of the things in which the trade-mark owner deals, 
or in which he may deal, because included within the same general 
class as the specific things in which he now deals. The general 
class here is known as men’s apparel, or the things which men 
wear. Hats are not overcoats, but both are alike worn by men. 
This would seem to bring the question to one of classification. 
It is, however, a trade classification. The correct fact finding, we 
think, is that, although in the trade one store may carry everything 
in men’s wear, from shoes to hats, and from undershirts to over- 
coats, the trade classification pronounces that the storekeeper who 
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does this deals in several lines, one of which is ready-made clothing 
and another hats. The test is whether a particular thing belongs 
to one line or another. It cannot be whether it belongs to any one 
of any number of different lines, which any one store or many 
different stores may carry, because, if so, the country cross- 
roads general store and its evolutionary successor and direct de- 
scendant, the city department store, would make all things which 
are sold all belong to one class. The final question thus becomes 
whether the common practices and usages of trade classify hats 
and overcoats as in the same or different lines of trade. Our 
finding is that they are different lines. 

There is one case (among many) to which we have been 
referred as a guide to aid us in drawing the called-for line. 
Aunt Jemima v. Rigney, 247 F. 407, 159 C. C. A. 461, L. R. A. 
1918C, 1039 [8 T. M. Rep. 163]. This, which may be known as 
the Aunt Jemima Case, is very much sui generis. The trade- 
mark was of the words “Aunt Jemima’s,” in conjunction with a 


very characteristic pictorial representation of the type of negress 
cook, commonly called “Aunty,” with a face expressive of jollity 


and overflowing good nature. The defendants in that case made 
use of a trade-mark which the Court found to be “precisely like 
the complainant’s.” The observation was there made by the Court 
that the difference between the right to a trade-mark and the 
right to an established trade identified by that mark may become 
“a mere question of words,” as it was in effect held to be in that 
case, yet we think it is likewise true that the distinction goes to 
the very vitals of the instant case. It can be readily recognized 
that this pictorial presentation of what is really the popular ideal 
of a “colored aunty cook” was one which might be made the 
subject of a copyright. Had it been so copyrighted, the “precisely 
like” pictorial representation put out by the defendants in that 
case might well have been held to be an infringement of the 
copyright. This is, however, to mistake a trade-mark right for 
a copyright right. The Court in the case under consideration took 
the view, and expressed the thought upon which the ruling made 
was based, that “goods, though different, may be so related as to 
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fall within the mischief which equity should prevent.” This, of 
course, leaves open the question of what is “the mischief which 
equity should prevent?” 

We read this case as ruled upon the fact finding that the same 
trade-mark was used in the same “line of trade,’ because they 
were so closely related that what would be an injury to one is an 
injury to the other. It is true that the finding is buttressed with 
other observations. One is that the use of the same trade-mark 
was likely to induce users of the syrup and of the flour to think 
ther both came from the there complainant. Another is that the 
trade reputation of the complainants is thus put into the hands 
of the defendants. Still another is that the defendants thus reaped 
a benefit from the reputation and advertising outlays of the com- 
plainants. 

All these comments are justified, but the immediate reference 
to the case of Florence v. Dowd, 178 F. 73, 101 C. C. A. 565 
[1 T. M. Rep. 289], shows clearly the limitation of the bearing 
of these observations. It is that two lines of trade may be so 
related as that for trade-mark purposes they may be deemed to be 
the same. We do not read the case to rule that a trade-mark 
owner has a property right in a trade-mark as such, wholly inde- 
pendent of and unrelated to the trade in which he uses it. It is 
true that the use of a trade-mark in a wholly unrelated trade 
may be resented by its owner, whose reputation and advertising 
outlays have given it a value in any trade. It is likewise true 
that the second user is reaping a benefit from the reputation and 
at the cost of the owner of the trade-mark without himself having 
contributed anything to the value of that, the use of which he has 
appropriated. The resentment of the owner against such use is 
a natural one. The real question, however, as already stated, is 
whether such use is a legal injuria. The distinction and difference, 
as well between the case under consideration and the instant case, 


lies in the fact finding made in the one case that the infringing 


use was in a related, and because of this in the same, line of trade; 
in the instant case, the finding we have made is that the charged 
infringing use was in a wholly different line of trade. Because 
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the Aunt Jemima Case was thus based upon a fact finding, no 
importance is to be attached to the refusal of a certiorari by the 
Supreme Court. 

That the conclusions reached and already stated with respect 
to the nature and extent of a trade-mark right are in accord with 
the accepted doctrines of the law, and that the right is restricted 
to the trade to which it applies, or to a trade so closely related 
to it that it is found to be the same line of trade, is shown by 
the adjudged cases, among which are McLean v. Fleming, 96 U. 5. 
245, 24 L. Ed. 828; Hanover v. Metcalf, 240 U. S. 403, 36 S. Ct. 
357, 60 L. Ed. 713 [6 T. M. Rep. 149]; Touraine v. Washburn, 
52 App. D. C. 356, 286 F. 1020 [13 T. M. Rep. 131]; Imperial v. 
Fairbanks, 50 App. D. C. 250, 270 F. 686 [11 T. M. Rep. 107]; 
Hercules v. Newton (C. C. A.) 266 F. 174 [10 T. M. Rep. 198]; 
Borden v. Borden (C. C. A.) 201 F. 510 [3 T. M. Rep. 80]. 

There are a number of cases in which it was held that the 
infringing use was in a line of trade so closely related to that of 
the trade-mark use as that the former should be enjoined. Florence 
v. Dowd, supra; Anheuser v. Budweiser (D. C.) 287 F. 2438 
[13 T. M. Rep. 193]; Ruppert v. Knickerbocker (D. C.) 295 F. 
381 [14 T. M. Rep. 339]; Wrightington v. Ward (D. C.) 288 
F. 601 [13 T. M. Rep. 305}. 

The things in which the opposing dealers trade and to one 
of which the trade-mark relates may answer to the same descrip- 
tion and be adapted to the same use. Here infringement of a 
trade-mark right may be found. Morgan v. Alfocorn (D. C.) 270 
F, 344. 

As already stated, cases of the refusal to register a trade- 
mark which might be confused with one previously registered 
raise a wholly different question. A leading case is Waltke v. 
Schafer, 49 App. D. C. 254, 263 F. 650 [10 T. M. Rep. 246]. 

A decree dismissing plaintiff's bill for want of equity, with 
costs to defendant, may be submitted. 


LICL a TI IB EERIE ic BE NA OO os 
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Moranp Bros., Inc. v. CH1ppEWwA SPRINGS CoRPORATION 
[2 F. (2d) 237] 


United States Circuit Court of Appeals, Seventh Circuit 
July 16, 1924 
Rehearing Denied November 6, 1924 


Trape-Marks and Trape-Names—Trapve-Mark Generatty Not Svussect 
or Conveyance Apart From Business or Propucr. 

Generally, a trade-mark, in and of itself, and apart from any 
business or product to which it is appurtenant, is not a subject of 
conveyance; and it follows that the conveyance of good-will of busi- 
ness, in connection with the business itself, carries with it trade- 
names under which the business is carried on and the trade-marks 
whereby its product is known. 

TrapeE-Marks AND Trape-Names—Unrair Competirion—Use or Marx 

Arter Expiration or License. 

A contract, whereby distributor of spring water sold established 
business in certain territory, and granted to buyers the exclusive 
agency in such territory for a certain period, required buyers to 
cease using distributor’s trade-mark on expiration of such period, 
though the contract did not specifically so provide. 

Trape-Marks aNnp Trape-Names—Unrair Competition—Ricut to Use 

Trave Device Arrer Expiration or ContTRACct. 

Where distributor of “Chippewa” spring water sold its established 
business in certain territory, and gave buyers exclusive right to sell 
its product in such territory for a certain period, and where buyers 
in distribution of the water in such territory used label showing pic- 
ture of Indian maiden sitting at spring or waterfall, and the dis- 
tributor, with buyers’ consent, during period of contract, used such 
picture in its advertisements, both distributor and buyers, in distribu- 
tion of other water following expiration of contract, could use emblem, 
though buyers could not use trade-name, “Chippewa,” therewith; 
pictures of Indian maidens being employed in a wide variety in trade, 
and there being nothing in the figure to suggest the name, “Chippewa,” 
or springs bearing such name. 

Trapve-Marks AND ‘Trave-Names—Unrarr CompetiTion—AccouNTING 

Periop ror Use or Marx rn Certain Tereirory Dates From Time 

Wuen Owner Enterep Sucn Territory. 

Where distributor of spring water sold its established business 
in certain territory, and gave buyers exclusive right to distribute water 
therein for certain period, and the buyers, after expiration of such 
period, continued, without distributor’s consent, to use trade-name, 
without any effort on part of distributor to enter such territory, 
the accounting period, in allowing distributor damages for infringe- 
ment of trade-mark, should date from time when distributor entered 
the market in such territory as buyers’ competitor. 


In equity. Decree for plaintiff, and defendant appeals. De- 
cree affirmed in part, and cause remanded, with instructions for 
modification of decree. 
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“The appeal is from a decree finding infringement of appellee’s trade- 
mark, and awarding an injunction and an accounting for profits. Ap- 
pellee corporation, or its predecessors, owned a spring at Chippewa Falls, 
Wis., called Chippewa Springs, the waters whereof are claimed on good 
authority to be excellent for beverage purposes, and for many years 
the water has been sold in bottles, in bulk and in form of carbonized 
beverages such as ginger ale, sarsaparilla, etc., from the bottling works 
at Chippewa Falls. For some time prior to 1904 it had established a 
distributing plant at Chicago, and was shipping the water here in bulk 
in tank cars for distribution in Chicago and suburbs. The Chicago busi- 
ness did not thrive as expected, and under date of February 1, 1904, it 
entered into a contract with appellants, Morand Bros., of Chicago, to take 
over the distribution of the water in and about Chicago; the written 
contract providing: (1) That for five years from its date the corpora- 
tion appoints the Morands exclusive distributors of Chippewa Springs 
water in Chicago and suburbs; (2) that it sells to Morands its equipment 
of horses, wagons, storage tanks, and leasehold and other property it 
owned in connection with its business in Chicago at cost price; (3) 
agrees to furnish Morands Chippewa natural spring water at 2 cents 
a gallon in tank cars; (4) Morands to receive and pay for not less than 
16,000 gallons monthly for each month during contract; (5) it will not 
during life of contract sell or distribute Chippewa Springs or other natural 
water in Chicago and suburbs, and transfers to Morands its ‘good-will 
of said business and its trade now established thereon’; (6) Morands will 
assume the business and pay for the property, and purchase and distribute 
Chippewa Springs water in accordance with terms of contract; and (7) 
vigorously prosecute the sale of the water, and use every means to 
enlarge sale in Chicago and vicinity, and during period of contract will 
not deal in any other natural spring water, bulk or bottled; (8) they 
agree to carry on the business in the name of Chippewa Springs Company 
as distributors, and give company free inspection of equipment and 
methods for handling the water, and furnish list of their customers; 
(10) option to Morands to renew contract for additional five years. 

“The name, ‘Chippewa,’ was used in connection with sale of this water, 
but the name was not registered by owners of springs as a trade-mark 
until some years after expiration of contract. The company distributed 
some of its beverage products through Morands, and all its products, 
whether sold by itself or by Morands, were put out under the name of 
Chippewa, with statement upon labels and bottles referring to Chippewa 
Springs as the source of the water. Several years before the contract 
terminated, Morands began to make and distribute ginger ale and like 
beverages, using this water, and labeled it ‘Chippewa,’ ‘Made with the 
Waters of Chippewa Springs.’ At or shortly before the expiration of the 
contract they had designed and used a label which contained, besides the 
name of Chippewa, the figure of an Indian maiden sitting at a spring or 
waterfall. The company used the same figure in its advertisements, but 
not on its labels. 

“There was no renewal of the contract at its termination, but it 
seems that occasionally thereafter Morands would order cars of water, 
which the company supplied, but in quantities far less than those called 
for by contract, the last of which there is evidence being in 1914, in the 
first eight months of which year about 16,000 gallons all told were shipped 
to Morands. But they continued to manufacture beverages and to use 
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labels thereon employing the word, ‘Chippewa,’ and on many, if not all, 
of them, the picture of the Indian maiden, though omitting reference to 
the Chippewa Springs. But, instead of using the Chippewa Springs water, 
they then employed Lake Michigan water in the making of the beverages. 

“The Court found infringement by appellant both in the use of the 
word, ‘Chippewa,’ and of the figure of the Indian maiden in the sale of 
all the beverage products of Morands into which the water from the 
Chippewa Springs did not enter from expiration of the contract, and 
decreed that appellant be enjoined from making further use thereof, 
and from representing thus or otherwise that its products are made from 
Chippewa Springs water of appellee, and that appellant account to ap- 
pellee for all profits derived after August 15, 1914, from appellant’s 
infringement of appellee’s trade-mark and their unfair trading, and in 
addition pay damages sustained by reason thereof, referring same to 
master for accounting.” 


George A. Chritton, of Chicago, Ill., for appellant. 
A. C. Paul, of Minneapolis, Minn., and Edward S. Rogers, of 
Chicago, Ill., for appellee. 


Before AutscHuLer, Evan A. Evans, and Pace, Circuit 


Judges. 


Avscuuter, C. J.: It is contended for appellant that under 
that part of the contract which conveyed absolutely the storage 


and bottling plant at Chicago, and with it the good-will of the 
business there, any trade-mark of the goods would pass as an 
incident to the conveyance of the business. It is true generally 
that a trade-mark in and of itself, and apart from any business or 
product to which it is appurtenant, is not a subject of conveyance, 
and that the conveyance of the good-will of a business in connection 
with the business itself will carry with it trade-names under which 
said business is carried on, and marks whereby its product is 
known. The business which appellant here purchased was that of 
distributing this water in Chicago and suburbs for a limited 
time. The good-will it acquired was the going business, which 
appellee had established, of selling this water in this limited 
territory, and appellant purchased for about $1,500, all tanks, 
horses, wagons, and leasehold for carrying on the business. If 
paid for at a price in excess of their then value, it would indicate 
the premium Morands were willing to pay for the advantage of 
having this business for the limited time fixed in the contract. 
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While the contract does not specify that at the end of that time 
appellant should cease using appellee’s trade-name, under which 
it was selling its water from its spring of the same name, such 
we regard is a necessary inference from the contract itself. 

We are satisfied that the Court correctly found appellee 
entitled to the trade-mark or trade-name, “Chippewa,” for waters 
and beverages, and that under all the circumstances it was proper 
to award an injunction restraining appellant from further employ- 
ing that name in any such connection. 

Respecting the figure of the Indian maiden, however, we do 
not find that proper conclusion was reached. Pictures of usually 
impossible Indian maidens are employed in wide variety in trade 


as well as in the arts, and, if, when appellant became the con- 
tractual distributors of the Chippewa waters, they undertook to 
increase the trade by depicting an Indian maiden in proximity 
to a spring or waterfall, about to quench her thirst, they were 
clearly within their rights, and might then and thereafter employ 
this emblem, notwithstanding that appellee, without objection by 
appellant, also used the device on some of its advertising matter. 


We find nothing in this figure that suggests the name, “Chippewa,” 
or the springs bearing that name. 

Appellant’s counterclaim against appellee for the use by ap- 
pellee of this same Indian maiden in its advertisements of Chippewa 
water is not well founded. The evidence is conflicting as to when 
the figure was designed, but the Court was warranted in finding 
that the use was with Morands’ knowledge and consent before 
and long after the contract expired, and did not err in denying 
appellant’s counterclaim for use by appellee of the Indian maiden 
in its advertisements. 

Appellant contends that in any event the decree is erroneous 
in fixing the accounting period. After February 1, 1909, when 
the contract expired, the company was at liberty itself to enter 
the Chicago field. Morands continued to buy water, and to manu- 
facture and sell beverages made from it, and under the Chippewa 
label, until August, 1914. Thereafter Morands ceased entirely 
buying the water, but continued using the name on its beverages 
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manufactured from other water. To meet the persuasive con- 
tention of laches in permitting the Morands unopposed to continue 
the use of this name over 12 years after the expiration of the 
contract, and nearly 7 years after its last purchase of water and 
the time of beginning suit, it is urged that early in 1913 the com- 
pany which had made the contract sold its property and good- 
will and trade-names to appellee, a Minnesota corporation, in the 
management of which entirely new persons were interested, who 
did not learn of this use of the name by appellant until 1919, until 
which time appellee made no attempt to enter the Chicago field, 
and had no occasion to ascertain what appellant was doing. It 
appears that in January, 1913, a letter was written to Morands 
calling attention to the change and to finding in the files the expired 
contract with privilege of renewal, and inquiring whether the 
water then being taken by Morands was in pursuance of a contract. 
To this they replied, saying that they had permission to purchase 
the water on same terms as expired contract without binding them- 
selves in any way. 

Appellee after acquiring the springs, for reasons best known 
to itself, completely abandoned the Chicago market, and deliber- 
ately kept out of it for at least 6 years. Appellant’s conduct re- 
specting the use of this trade-name in this field is not suggested 
as having remotely influenced appellee’s course in this respect. 
Its very defense of ignorance of what appellant was doing raises 
the conclusion that it deliberately and of its own volition re- 
frained from entering the Chicago field. Indeed, its officers testified 
that when, about 1919, they decided to compete for Chicago trade 
in water and in beverages, they were at once confronted by the 
obstacle of appellant’s use of the name, “Chippewa,” a fact which 
would have become apparent at any time during this period, 
had they sought to enter the territory. If it be assumed, there- 
fore, that during all this time appellee was so little interested in 
the Chicago territory that it did not know of appellant’s operations 
there, it could hardly be said that it sustained any damage there 
for that time; and, if during all that time they did not learn 
that appellant’s conduct at Chicago injuriously affected its trade, 
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or the reputation of its water and product, in any territory outside 
of Chicago, it cannot be said that appellant damaged them in this 
respect during that time. 

But when, early in 1919, appellee entered the Chicago market, 
a different situation arose. It became a competitor in a market 
theretofore intentionally avoided by it, and thereby sustained dam- 
age through the use of the trade-name by appellant. The record does 
not disclose just when this entry was, but the first definite date 
is March 12, 1919, when they shipped a carload of water to 
Chicago, and we believe that under the very unusual circumstances 
here presented it would be more equitable as between these parties 
if the accounting begin at that time. 

The decree should be affirmed in all things, save in the matters 
pointed out, and as to these it should be modified as follows: The 
injunction should not extend to the use by appellant of the picture 
of the Indian maiden when not used in any way in connection 
with the name, “Chippewa.” The accounting period should begin 
March 12, 1919, instead of August 15, 1914, as in the decree pro- 
vided. For the purpose of entering a decree modifed in accordance 
with the views above stated the cause is remanded to the District 


Court. Each party shall pay one-half the costs of the appeal. 
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Mrrrouike Mer. Co., Inc. v. Devor & Raynotps Co., Inc. 
[3 F. (3d) 847] 


United States Circuit Court of Appeals, Second Circuit 
November 3, 1924 


Appeal from the District Court of the United States for the 
Southern District of New York. (For opinion below, see 13 T. M. 
Rep. 425.) 


James L. Steuart and Frank S. Moore, both of New York 
City, for appellant. 

William D. Gaillard and C. A. L. Massie, both of New York 
City, for appellee. 


Before Rogers and Manton, Circuit Judges, and LearNep 
Hanp, District Judge. 


Per Curiam. Decree affirmed. 


Tue Rueinstrom Brotuers Company v. Hyman KoeniG anpb 
Louis Kornic, Co-Partners, Doine Business as KoreniG 
Brotuers, AND Rosesup Cuocorate Co., Inc. 


United States District Court, Southern District of New York 


March 6, 1925 


Trave-Marks—Unrair ComPetition—“Rosesup” ror Conrections—Usr oF 

Worp “Rosesup” rx Corporate Name—InJsuncrtion. 

The use by the complainant company of the word “Rosebud” 
as a trade-mark for glacé fruits and confections put out by it, 
after the adoption and use of the said mark by plaintiff, held an 
infringement thereof, and the defendants were enjoined from using 
the figure of a rose or the word “Rosebud” in their advertising 
and as a trade-mark, but were permitted to use the word as a part of 
the corporate name in letters of the same size and color as those 
of the rest of such corporate name. 


In equity. Suit to restrain unfair competition. Injunction 
granted. 


Before Aveustus N. Hanp, District Judge. 
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Laurence Arnold Tazzer and Alfred Bettman, of Cincinnati, 
Ohio, for plaintiff. 
Morris Kirschstein, of New York City, for defendants. 


Tue Court (Orally): I am entirely satisfied that the testi- 
mony of Mr. Rheinstrom in regard to the history of his business 
is correct and, indeed, I find that it is hardly substantially dis- 
puted. The story of Mr. Joseph Blumenthal who left the employ- 
ment of the complainant and whose son had had a dispute with 
the complainant, to the effect that he brought actual notice to the 
complainant of the business done by the Rosebud Chocolate Com- 
pany in New York, I do not credit. I am not saying that I 
feel confident that he mailed no report, but no record was produced 
from the complainant’s office showing its receipt and it is quite 
incredible, if his report had ever reached an authoritative person, 
that it would not have been acted upon, particularly in view of 
the fact that after Mr. Sullivan made the discovery of infringement, 
immediate steps were taken to procure relief through the Courts. 

It is true that the business of The Rheinstrom Brothers Com- 
pany at first related to cherries, but Mr. Rheinstrom has testified 
that he came to the business in 1909 and that “Rosebud” was 
then used in respect to glacé fruits and not cherries alone. 

The article handled by the defendant, Rosebud Chocolate 
Company, is nearly related to glacé fruits, indeed, the chocolate- 
covered candies contain fruits. Moreover, the defendant has put 
on the market—whether as surplus stock or not seems to me im- 
material—candied pineapple. This is admitted by its own officers 
and was also testified to by Mr. Rheinstrom and Mr. Barr. 

I have no doubt that the business of the defendants, even 
though it is generally done with a somewhat different class of 
buyers, is such a nearly related business that there is clear in- 
fringement of the technical trade-marks registered by the com- 
plainant. 


In respect to the labels and cartons which Judge Knox had 
changed, I think it quite clear that his action should be followed 
upon the final decree, and I understand that the defendants have 
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no purpose in resuming the former similar cartons and labels and 
modes of advertising. 

In respect to infringement of trade-mark, the decree must be 
interlocutory and provide for an accounting. 

Now, the important question is whether the decree shall go so 
far as to deprive the defendant of the right to use their corporate 
name upon their goods. The real danger to complainant is not so 
much loss of trade from competition, if this be a real danger at 
all, but it is that a cheaper kind of goods in a closely related 
trade shall be mistaken for a more expensive kind of goods put 
out by them. This is a consideration which is always a serious 
one for a merchant. 

It is the duty of the Court to protect the complainant in its 
strict trade-mark and also from unfair competition. It is also the 
duty of the Court, so far as possible, to avert any unnecessary 
change in the business methods of the defendants who are building 
up a small business with some success and who have not, I think, 
been shown to have deliberately attempted to steal the trade of the 
Rheinstrom Company. I think this may be done by requiring 
the defendants to abandon the figure of a rose or rosebud on all 
of their advertising, to abandon the use of the word “Rosebud” 
as a brand or trade-mark and to limit themselves in the use of the 
word “Rosebud” to its use in the corporate name upon chocolate- 
covered candies only. 

I may add that where it appears on cartons or advertising 
matter, it must be only a part of the words Rosebud Chocolate 
Company in ordinary block type and not script or any other kind 
of type except block, and that the letters must be of the same 
size and color as the letters of the remainder of the corporate 
name. The size also must be relatively small and correspond 
in general with that appearing on the present “Andiko” cartons. 

In short, the word must only appear as part of the corporate 
title used for the purpose of stating who the manufacturer is. 
It should also be preceded by the words “Made by” or “Manu- 
factured by.” 
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In tHE MarTTerR OF THE APPLICATION OF THE J. L. Hupson Co. 
Court of Appeals of the District of Columbia 
June 1, 1925 


Trave-Marks—“Lvuzona” For Unperwear—Svuecestive RatHer THAN 

GroGRAPHICAL—A PPEAL— REVERSAL. 

The word “Luzona,” used as a trade-mark on women’s underwear, 
held to be suggestive, rather than merely geographical, as indicating 
the Island of Luzon in the Philippines, and the Commissioner’s decision 
refusing registration was reversed. 


On appeal from a refusal to register. Reversed. (For the 
Commissioner’s opinion, see 14 T. M. Rep. 347.) 


James Atkins, of Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Before Martin, Chief Justice, and Ross and Van OrspeEL, 
Associate Justices. 


Ross, A. J.: Appeal from a decision of the Patent Office 
refusing registration to the word “Luzona,” as a trade-mark for 
women’s underwear, the ground of the decision being that the 
word is merely geographical. 

The object of the inhibition against the registration of a 
descriptive or geographical term is to prevent one dealer from 
securing a monopoly of a term which, with equal propriety, may 
be used by other dealers in vending like goods. Thus “Luzon,” 
being the name of an island in the Philippine group, is open to 
common use. But appellant is not seeking registration of that 
word. “Luzona” is no more than suggestive of “Luzon” and its 
registration would prevent no one from using the geographical 
term. 

The case cited by the Patent Office, namely, Standard Paint 
Co. v. Trinidad Asph. Co., 220 U. S. 446 [1 T. M. Rep. 10], is 
not apposite. The word there involved was “Ruberoid,’ which 
was clearly descriptive of the character or quality of the roofing 
product to which it was applied. Here the adopted word is not 
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Luzon misspelled but a coined and different word, and hence 
registrable. 
The decision is reversed. 


CoNTINENTAL VarnisH Company v. THE ALABASTINE CoMPANY 
Court of Appeals of the District of Columbia 
June 1, 1925 


Trape-Marks—“Opanine” For VARNISHES AND FinisHes—Descriptive 

Ternm—Apreat—AFFIRMAL. 

The word “Opaline” as a trade-mark for varnishes and finishes 
in the nature of a paint held to be descriptive of the goods, as the 
dictionary meaning of the word is “possessing the milky iridescence of 
the opal,” and therefore unregistrable, since the use of the word as 
applied to the goods would indicate to the general public the char- 
acter and quality of such goods. 

Appeal in an opposition proceeding. Affirmed. (For the Com- 


missioner’s decision, see 14 T. M. Rep. 240.) 


W. L. Morris, of New York, N. Y., for appellant. 
E. T. Fenwick and C. R. Allen, both of Washington, D. C., 
for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


Ross, A. J.: Appeal from a decision of the Patent Office 
in a trade-mark opposition proceeding, denying appellant’s ap- 
plication for the registration of the word “Opaline” as a trade- 
mark “for varnishes and finishes in the nature of a paint,’ on the 
ground that the word is descriptive. 

The opposer applies the same mark on mixed paints which 
the tribunals of the Patent Office have found, and in that finding 
we concur, may be and have been used for substantially the same 
purpose as appellant’s product. Opposer therefore is in a position 
to object to the registration of this word. The Standard Dictionary 


defines “opaline’’ as “pertaining to or possessing the qualities of 
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the opal; * * * possessing the milky iridescence of the opal; 
opalascent.” The following illustrative quotation is then given: 
“Sea and sky and meadow were taking a hundred opaline tints 
from the reflection of the sunset. Prudence Palfrey Aldrich, 
p. 212.” (1874.) 

Under Section 5 of the Trade-Mark Act of 1905 (33 Stat. 
724), no mark is registerable consisting “merely in words or devices 
which are descriptive of the goods with which they are used, 
or of the character or quality of such goods.” As we many times 
have ruled, the obvious purpose of this provision is to prevent a 
monopoly of words either aptly descriptive or aptly suggestive of 
the character or quality of the goods to which they are to be 
applied. Here there can be no doubt that, to the general public, 
the use of the word “Opaline,’ as applied to “varnishes and 
finishes in the nature of a paint,’ would signify the character or 
quality of such goods, and hence that the word is not registerable. 

The decision is affirmed. 


In THE MATTER OF THE APPLICATION OF PitNEy-Bowes PostaGe 
Meter Company 


Court of Appeals of the District of Columbia 
June 1, 1925 


Trape-Marxs—“MetereD MaiL” ror Post MarkKING AND Stamp CAaNceEL- 

ING Macutnes—UNREGISTRABLE AS BernGc Descriptive. 

The words “Metered Mail” as a trade-mark for post marking and 
stamp canceling machines having counting attachments, said machine 
being the subject of a patent, held to be descriptive of the goods, 
as the mail thus counted is called “Metered Mail,” and to be therefore 
unregistrable. 


Appeal from a refusal to register. Affirmed. (For the Com- 
missioner’s decision, see 14 T. M. Rep. 346.) 


A. E. Dowell, of Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 
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Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


Ross, A. J.: Appeal from a decision of the Patent Office 
refusing registration of the words “Metered Mail” as a trade- 
mark for post marking and stamp canceling machines having count- 
ing attachments, post marking and stamping machines having count- 
ing attachments, and parts thereof. 

Appellant has obtained a patent on a “Mail Marking Machine 
and Postage Meter.” This machine has been approved by the 
postal authorities and by them is set to show a certain amount of 
postage purchased. The machine then marks its canceling stamp 
impressions on the mail matter and keeps a record of the number 
of such impressions. After the impressions corresponding to the 
amount previously paid for and indicated by the setting of the 
machine have been exhausted, the machine is automatically locked 
against further use. The mail matter passing through the machine 
is thereby stamped, face-canceled, and post marked. This mail 
is known as “metered mail,” just as mail bearing a special delivery 
stamp is known as “special delivery mail’ and that bearing a 
registration stamp as “registered mail.” 

It is the position of the Patent Office that the machine by 
which mail is “metered” is aptly described as the “metered mail 
machine.” In this view we concur. Appellant has the right to 
adopt and register a trade-mark under which to sell its machine, 
regardless of the fact that a patent has been obtained on it, but 
he has no right to register a mark that aptly describes it. See 
A pplication of Toledo Scale Co., 52 App. D. C. 103, 281 Fed. 607 
[12 T. M. Rep. 468]. 

The decision is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Color as T'rade-Mark 


Fennina, A. C.: In an opposition case it appears that the 


applicant had applied for the registration of a trade-mark for 
metallic fence posts described as follows: 


“The trade-mark consists in coloring the entire post one color, as 
for instance green as indicated by the shading in the accompanying 
drawing, and then coloring the base of the post, from a point at or just 
above the ground line down, with a contrasting color, as with a heavy 
extra coat of tough, rust-resisting black asphaltum, thus making the post 
have a double-coated base.” 


Held that the opposer had not shown any ground for opposi- 
tion, since it did not appear that it ever applied paint of con- 
trasting colors to its fence posts and the argument that painting 
posts in the manner stated did not amount to trade-mark use could 
not be urged by the opposer. He held, however, that the mark 
sought to be registered fell within the condemnation of the Supreme 
Court in Leschen & Sons Co. v. Broderick & Bascom Co., 201 
U. S. 166, and remanded the case to the Examiner of Trade-Marks 
with instructions to refuse registration. 

With respect to the opposition, the Assistant Commissioner 
said: 


“The notice of opposition sets out that petitioner has manufactured 
fence posts and 
“* * * has made it a practice for many years past to paint these posts 
and anchors with a rust preventive paint and has had in contemplation 
for some time past the painting of the lower part of these posts and 
anchors with an asphaltum paint, and alleges that the step of so painting 
said articles is a natural expansion of its business. The registration that 
applicant seeks would damage opposer in its business. 

“The notice of opposition also alleges that the painting sought to be 
registered does not in fact amount to a trade-mark use. 

“It is definitely established that this latter ground may not be urged 
by an opposer (see Arkell Safety Bag Co. v. Safepack Mills, 1923 C. D. 
277, 314 O. G. 3, 53 App. D. C. 218 [13 T. M. Rep. 225]). 

“It will be observed that applicant claims trade-mark rights in apply- 
ing paint of contrasting colors to its fences and posts. Likewise it 
will be noted that opposer does not allege that it has ever applied paint 
of contrasting colors to its fences and posts.” 


With respect to the registrability of the mark, he said: 
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“It seems clear, however, that the mark here sought to be registered 
is just such a mark as was condemned by the Supreme Court in Leschen 
& Sons Co. v. Broderick §& Bascom Co., supra. The case is therefore 
remanded to the Examiner of Trade-Marks with instructions to refuse 
registration. Attention is directed to Indianapolis Brush § Comb Mfg. 
Co. v. Lang, 106 Ms. Dec. 77 [2 T. M. Rep. 486].”* 


Conflicting Marks 

Fennina, A. C.: Held that the applicant is not entitled to 
register, as trade-marks for ice cream, butter, ice cream mix and 
condensed milk, the word “Kim,” the first and last letters being 
curved to form a circle, and the word “Kim” surrounded by two 
concentric circles, between which appear some descriptive matter 
and the address of the company, in view of the prior use by the 
opposer of the word “Klim’” as a trade-mark for liquid milk, 
powdered milk and cottage cheese. 

The grounds of the decision are that the goods are of the 
same descriptive properties and the marks are so similar as to be 


likely to cause confusion when contemporaneously used. 


With respect to the question of the goods, the Assistant 
Commissioner said: 


“It seems clear—also—that applicant’s products are goods of the 
same descriptive properties, as that term is used in the trade-mark statute, 
as the goods of opposer, or that opposer should be free to expand its 
business into the others goods involved here. This holding seems amply 
supported by the reasoning in the decisions cited by the Examiner of 
Interferences. California Packing Co. v. Poland, 145 Ms. Dec. 154 
[14 T. M. Rep. 64], and The Borden Company v. Richards, 146 Ms. 
Dec. 214.” 


With respect to the similarity of the marks, the Assistant 
Commissioner said: 


“Applicant intimates that its mark is a word made from the initials 
of the first three words of its corporate name. We have frequently 
indicated, however, that the public generally does not know, and generally 
does not care, what is the origin of a mark. It sees the mark on the 
goods and acts and believes accordingly. Certainly, in such a case we 
should waive all doubts against the later comer (Waltke & Company v. 
Geo. H. Schafer & Company, 1920 C. D. 167, 273 O. G. 630, 49 App. D. C. 
254 [10 T. M. Rep. 246]).”’ 


*The Pollak Steel Company v. Calumet Steel Co., 146 M. D. 371, 
Feb. 6, 1925. 

*Merrell-Soule Co. v. Kentwood Ice Mfg. Co. and Bottling Works, 
Inc., 146 M. D. 376, Feb. 12, 1925. 
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Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for a preparation for the treatment of the 
hair and scalp, the words “Hair-Fix,”’ accompanied by a representa- 
tion of the head and neck of a young man with glossy hair, in view 
of the prior use by opposer of a trade-mark, for a combing cream, 
consisting of the words “Hair-Groom,” accompanied by a repre- 
sentation of the head, neck and shoulders of a young man with 
glossy hair. 

The grounds of this decision are that the goods are obviously 
of the same descriptive properties and the marks are so similar 
that their contemporaneous use would be liable to cause confusion 
in the mind of the public. 

With respect to the similarity of the marks, the First Assistant 
Commissioner said: 

“While applicant has sought to make certain disclaimers as to some 
features of his mark, yet the mark as actually used, and as sought to 
be registered, contains substantially the features above noted. The gen- 
eral appearance of the marks is quite similar and it is difficult to conclude 


that the applicant did not have before him or was not aware of the 
opposer’s mark when adopting the mark now sought to be registered.” 


And, after referring to the case of Patton Paint Company v. 
Sunset Paint Company, 315 O. G. 195, 53 App. D. C. 351, 290 
Fed. Rep. 326 [13 T. M. Rep. 345]; and Arkell Safety Bag Co. 
v. Safepack Mills, 314 O. G. 3, 538 App. D. C. 218, 289 Fed. 
Rep. 616 [13 T. M. Rep. 225], in which, where the first words 
of the marks were identical but no right existed in those words, 
it was held that the other words were not confusingly similar, he 
said: 

“The case at bar is to be distinguished from those adjudicated 
cases in this, that the general significance of ‘Hair-Fix’ and ‘Hair- 
Groom, as well as the general significance of the second words of 
both marks is the same. To groom the hair is substantially to fix it. 


It is thought quite probable there would be confusion as to origin of 
goods if both marks were used in commerce.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “Pneuway,” as a trade-mark for vacuum cleaners 


*Eha v. Wolff, 146 M. D. 378, Feb. 18, 1925. 
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and parts, in view of the prior use and registration by opposer of the 
word “Pneumode,” as a trade-mark for the same class of goods. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use on the same class of goods would 
be likely to cause confusion in the mind of the public and deceive 
purchasers. 


In his decision the First Assistant Commissioner said: 


“Both marks are identical as to the first syllable and have a similar 
significance or meaning as to the second syllable. The word ‘mode’ has 
one well-known meaning which is substantially the same as that of ‘way.’ 
The general significance of the two marks is quite similar. Differences 
can be pointed out, it is true, in the spelling and in the relative appearance 
of the last syllables. It is believed, however, the average purchaser who 
cannot rely upon having both marks presented to him side by side before 
he makes a purchase, would be likely to confuse the appellant’s goods 
for those of the opposer.” 


After referring to the argument that the word “Pneuvac’” had 
been registered and, since this showed that the first syllable of the 
marks of the parties hereto was not original with them, that 
the case therefore fell within the ruling of Patton Paint Company 
v. Sunset Paint Company, 315 O. G. 195, 53 App. D. C. 351, 


290 Fed. Rep. 326 [13 T. M. Rep. 345], and similar decisions, 
he said: 


“In those adjudicated cases, however, there was no similarity in 


appearance, sound or significance in the dissimilar portions of the marks.” 
* . * * * 


“It is not seen that these cases are controlling in the instant case 
wherein the entire significance and meaning of each mark are quite 


the same, and this is also true of the dissimilar portions of the two 
marks.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the words “Gold Stripe,” as a trade-mark for chocolates, in 
view of the prior registration by opposer of the words “Gold 
Ribbon,” as a trade-mark for the same class of goods. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use upon the same goods is likely to 
cause confusion in the mind of the public and deceive purchasers. 

In his decision the First Assistant Commissioner said: 


‘Replogle v. Sweeney, 146 M. D. 389, Feb. 20, 1925. 
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“Appellant has pressed the view that the dissimilar words of the two 
marks, ‘stripe’ and ‘ribbon, have different meanings, appearance and 
significance. The word ‘ribbon’ has been explained to mean a tangible 
fabric strip, while the word ‘stripe’ has been stated to indicate a mere 
intangible line or narrow division of a distinguishing color. It is 
believed such narrow definitions cannot be accepted. A painted band 
or strip or stripe of a color distinctive from the background is, in common 
parlance, often referred to as a ribbon. There is a general loose meaning 
applied to both these words, ‘stripe’ and ‘ribbon,’ which makes them synony- 
mous. It is believed the general significance of appellant’s mark, both when 
viewed as a whole and when the terminal word alone is considered, is 
the same to the average purchaser as the whole mark and as the terminal 
word of the mark of the opposer.” 

* * * ~ + 


“The goods to which the marks are applied are sold in small packages, 
at relatively small prices, and are purchased by the public without very 
much care or reflection. It is believed confusion or mistake in the mind 
of the public would occur by the use of both these marks upon the same 
class of goods. Any doubts must be resolved against the newcomer.” * 


Fennina, A. C.: Held that the applicant is not entitled to 
register the word “Undahose,” as a trade-mark for stockings, in 
view of the prior use and registration by the opposer of the word 
“Wunderhose,” as a trade-mark for hosiery. 

It appears that the applicant uses its mark on a flesh-colored, 


seamless, sheer wool under-stocking to be worn beneath silk hosiery, 
and that it asked leave to amend its application by substituting in 
place of the word “stockings” in the description of the goods, the 
words underwear to be worn beneath hosiery, and that the opposer 
uses its mark on stockings of the ordinary type. 

After stating the facts as above, the Assistant Commissioner 
said: 


“Certainly the terms ‘hosiery’ and ‘stockings’ are more or less inter- 
changeable. The advertising matter submitted by applicant indicates that 
it refers to its goods as ‘a flesh-colored hose of sheer wool.’ Hosiery, knit 
underwear and stockings have been held to be goods of the same descriptive 
properties (citing decisions) ; and even with the amendment entered we will 
be forced to hold that the goods of the parties here are of the same 
descriptive properties. It is clear that one purchasing stockings and 
finding an under-stocking bearing a similar mark will be deceived if 
the goods do not come from the same source. 

“The marks of the parties here have the same appearance, the same 
sound, the same number of syllables, and are so deceptively similar as to 
be clearly liable to cause damage and deceive the public if allowed to 


*The Chandler and Rudd Co. v. Walter M. Lowney Co., 146 M. D. 
386, Feb. 21, 1925. 
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stand side by side in the trade on similar goods. Doubt must be waived 
against the late comer, which is the applicant in this case.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “Kodograph” as a trade-mark for photographic 
prints and enlargements in view of the prior use by the opposer 
of the trade-mark “Kodak” for photographic films and plates. 

In his decision, after referring to applicant’s agrument that 
his mark differs as much from any one of certain marks registered 
by the Kodak Company for acticles relating to photography, such 
as “Kodoid,” “Kodex,’” ete. as they differ from each other, and 
pointing out that opposer had built up a large business in photo- 
graphic materials, spent a large sum of money in advertising its 
goods and has a good-will which is a valuable asset and which 
should be protected against any effort on the part of others to 
obtain any advantages due to the commercial efforts of the opposer, 
the First Assistant Commissioner said: 

“The mark ‘Kodak’ is very widely known and it would seem that 
mark having been for so many years associated with opposer’s goods 
would be readily interpreted, even with the change applicant has made in 
it, as indicating opposer’s goods. It is difficult to pick out one mark 
rather than another from the group registered by opposer and say it is 
more nearly like that for which applicant seeks registration. It is 
believed, }owever, that the mark ‘Kodak,’ applied to the packages of 
Kodak mounts, Exhibit D, and to the prints, Exhibit E, would be confused 
by the public in purchasing these articles of small price, if applicant’s 


mark appeared upon the prints and enlargements in the same markets.” 
* - * * * 


“The articles, such as prints, mounts, and enlargements are not very 
costly and no great amount of reflection would be indulged in by the 
purchasing public. It is quite apparent that seeing applicant’s mark 
upon photographic prints, the careless public would readily think such 
goods had been produced by the Kodak Company.”* 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the words “Gold Medal” as a trade-mark for hydrated 
lime. 

*Richmond Hosiery Mills v. Mavis Hosiery Co., 146 M. D. 486, 
June 25, 1925. 


™Eastman Kodak Co. v. Arthur Thayer, 146 M. D. 478, June 5, 
1925. 
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The ground of this decision is that no reason is seen for 
changing the well-established practice of the office of refusing 
registration of these words as trade-marks on the ground that they 
are descriptive of the goods. 

After referring to certain decisions of the office and to the 
decision in Taylor v. Gillies, 59 N. Y. 331, to applicant’s argument 
that the latter decision was rendered in 1874 and should not be 
followed at the present time, and to the argument based on the 
ground that the words “Blue Ribbon” had been registered, the 
First Assistant Commissioner said: 


“Without seeking to distinguish that registration, it is believed proper 
to adhere to what has been the practice for a good many years, which is 
to refuse registration of the words ‘Gold Medal’ when applied to such com- 


mercial goods as those here involved.” 
* * + * * 


“It is believed the uniform practice of the Office of refusing to 
register the words ‘Gold Medal’ when applied to different articles of 
merchandise which would naturally be found on exhibition in contests for 
awards of gold medals should not be disturbed.” * 


Denial of Motion 


Kinnan, F. A. C.: In an opposition in which Edward Smith 
& Company had opposed the registration by C. Schrack & Co. 
under the ten-year proviso of the Act of 1905, of the words 
“The Oldest Varnish Makers in America,’ and in which it was 


alleged in the notice of opposition that the opposer had the right 


to state that it had the first varnish factory in America, which 
allegations had been denied by the applicant in his answer, 
a motion to reopen brought after this decision affirming the decision 
of the Examiner of Interferences dismissing the opposition, was 
denied. 

In his decision the First Assistant Commissioner said: 


“Since the Examiner of Interferences, in his decision of January 8, 
1925, decided so far as the proofs show, that the opposer was not 
prior to the applicant in the establishment of a varnish-making business, 
and that so far as the records show, the use by the opposer of its state- 
ment in advertising was misleading and since, in my decision, I affirmed 
the holding of the Examiner upon both these points, it is not believed 


*Ex parte, The Woodville Lime Products Co., 146 M. D. 480, June 10, 
1925. 
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opposer can claim surprise in view of my decision. The time for bringing 
a motion to take additional testimony was immediately after the decision 
of the Examiner of Interferences was rendered. The delay until the 
rendering of my decision, which added no new holdings over what had 
been decided by the Examiner of Interferences before bringing the motion 
to add new testimony, is believed to warrant the denial of the motion.” ” 


Descriptive Terms 


Fennine, A. C.: Held that Elmer C. A. Berger had estab- 
lished that he had used the expression “Cop-Spotter” as a trade- 
mark for rear-view mirrors for automobiles prior to the use by 
the Wm. R. Johnston Mfg. Co. of the same word used in con- 
nection with the representation of a policeman mounted on a 
motorcycle within the “C,’”’ as a trade-mark for the same goods 
and that, therefore, priority was properly awarded to Berger, and 
the registration previously obtained by the Wm. R. Johnston Mfg. 
Co. ought to be canceled. 

He held, however, that the mark was descriptive of the goods 
and, therefore, not registrable. 


With respect to the question of cancellation, after stating that 
the testimony clearly indicated prior use by Berger, he said: 


“In his brief here Berger suggests that the Johnston registration 
should be canceled, and this is justified. If at the termination of the 
interference proceedings a formal petition is filed by Berger, the Johns- 
ton registration will be canceled.” 


With respect to the question of descriptiveness, he said: 


“The evidence clearly indicates that one use made of mirrors on 
automobiles is to observe whether an automobile is being followed by a 
traffic policeman. These individuals are colloquially referred to as ‘Cops’ 
and the act of observation is colloquially referred to as ‘spotting. It 
seems clear, therefore, that the instrument as employed in the observa- 
tion of a policeman is aptly described in colloquial terms as a ‘Cop- 
Spotter.’ ” ” 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
—Honest Weight” are not registrable as a trade-mark for scales. 

*Edward Smith & Co. v. C. Schrack & Co., 146 M. D. 483, June 18, 
1925. 


Elmer C. A. Berger v. Wm. R. Johnston Mfg. Co., 146 M. D. 374, 
Feb. 7, 1925. 
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The ground of this decision is that the word “Toledo” is geograph- 
ical and the other words are descriptive of weighing scales and 
registration is, therefore, forbidden by the statute. 

In his decision the First Assistant Commissioner said: 


“Appellant also has pressed at the hearing and in its brief the 
view that the word Toledo is not merely geographical and also that the 
other words of the complete notation are not merely descriptive. With 
this view, I am unable to agree. While Toledo is the name of a city in 
Spain and has been applied to a particular sword blade presumably made 
in Toledo, yet in this country the word would appeal to the average 
mind as signifying merely the city where appellant’s factory and business 
are located.” 

* * * . * 

“It is believed the statute, in prohibiting registration of terms that 
are merely geographical and descriptive, prohibits such a combination 
of such words or terms as appellant has adopted. The reasons for refusing 
registration to such terms, used separately, apply equally to a notation 
where such words are used together.” ™ 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the words “Coco Cod” as a trade-mark for a tonic com- 
pounded of extracts from vegetables, eggs, rice, yeast, cocoa, and 
cod liver oil. 

The ground of the decision is that the mark consists merely 
in the combination of two descriptive words and is, therefore, 
merely descriptive of the goods. 


In his decision the First Assistant Commissioner, after noting 
the argument that the mark is suggestive rather than descriptive 
and that the word “Cod” does not necessarily indicate cod liver 
oil, and referring to a number of decisions in some of which the 
mark was held descriptive and in others, suggestive, said: 


“The doctrine, as set forth in the above noted adjudicated cases, 
seems to be conclusive that words which indicate one or more of the 
ingredients of a medicinal composition or compound cannot be registered 
as trade-marks because regarded merely descriptive. 

“The word ‘Coco’ appearing in the mark of the instant case must 
be deemed the equivalent of ‘cocoa’ as was stated in the case of Jn re 
The American Sugar Refining Company, 250 O. G. 255, 47 App. D. C. 
199 [8 T. M. Rep. 154], bad or phonetic spelling is not sufficient to 
escape the statute forbidding registration of descriptive words. This 
word ‘Coco, therefore, must be deemed merely descriptive, and it does 
not become any less so because used with the word ‘Cod.’ Appellant’s 


1 Ex parte, Toledo Scale Co., 146 M. D. 380, Feb. 18, 1925. 
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contention that this second word of its notation is merely suggestive is 
not deemed sound for the reason that cod liver oil is very widely known, 
advertised, and used as a tonic. This is substantially the only derivative 
of a cod fish that is so used. In consequence, the average consumer would 
understand that it was cod liver oil that was present in the compound, 
and this would be as apparent as if this fact were fully stated in the 
mark, The test resides in what the public would infer from seeing the 
mark on the goods and it is clear that purchasers would immediately 
conclude that the mark indicated the presence of cocoa and cod liver 
oil. This being true, the mark is descriptive and not, therefore, 
registrable.” 


Fenninea, A. C.: Held that applicant is not entitled to 
register the word “Filipino Drill” as a trade-mark for naval and 
military uniforms. 

The ground of the decision is that the words are descriptive 
of the goods, if used in their ordinary meaning, and that, if the 
clothing is not made from drilling and the material does not come 
from the Philippine Islands, the mark is deceptive. 

In his decision the Assistant Commissioner held: 

“The dictionary indicates that drill is an abbreviation of ‘drilling,’ 
meaning a heavy twilled fabric of linen or cotton. Clearly, then, the 
word ‘Drill’ standing by itself, is as descriptive of clothing as would be the 
word serge or poplin. To modify the noun ‘Drill? by a geographical 


term does not make the combination any less descriptive or misdescriptive.” 
” * * - + 


“Applicant’s argument that the material which it uses in manufactur- 
ing the clothing is not drilling and does not come from the Philippine 
Islands may indicate bad faith on its part in deceptively marking the 
goods, but does not justify us in registering the mark which may be 
misdescriptive of the goods.” ™ 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the words “Speed Wagon” as a trade-mark for light motor 
trucks. 


The ground of the decision is that these words are descriptive 
of the goods and therefore not registrable under the Act of 1905 
and that applicant is estopped to contend otherwise, in view of the 


* Ex parte, Hallwen Chemical Corporation, 146 M. D. 391, Feb. 26, 
1925. 

*Ex parte, Carr, Mears & Dawson, Inc., 146 M. D. 477, June 5, 
1925. 
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fact that it had previously registered the mark under the Act of 
1920, which registration it is now seeking to cancel. 

In respect to the question of estoppel, the First Assistant 
Commissioner said: 


“* * * Tt is apparent, therefore, that by accepting registration under 
the 1920 Act, instead of appealing, if applicant believed there was 
error in the decision of the Examiner of Trade-Marks that registration 
under the 1905 Act should not be granted, the applicant should be held 
bound by its election. The long delay of over four years in seeking registra- 
tion under the 1905 Act constitutes such laches as amount to an estoppel.” 


With reference to the question of descriptiveness the First 
Assistant Commissioner, after referring to the decision in the case 
of Reo Motor Car Co. v. Traffic Motor Corporation, 14 T. M. 
Rep. 34 (affirmed by the Court of Appeals, March 2, 1925) and 
the contention of the applicant that the question raised in the 
opposition was different from that raised here, said: 


“« * * Tt is believed, however, that the interpretation put upon the 
terms constituting the mark by the public is correctly indicated by 
the witness Triphagen, who was called as a witness for the opposer, 
the applicant here, in the opposition, and testified that the mark means 
‘a speedy truck, the truck that will deliver goods faster.’ ” 

* * * * + 

“It is believed a fair conclusion that such notation applied to a light 
motor truck would be understood to mean a speedy truck, one that would 
quickly transport goods from one place to another. The term ‘wagon’ 
has been, it must be held, frequently applied to motor vehicles, in the 
loose, careless way the public refers to these vehicles.” 

* * * * * 

“It must be held appellant’s mark, appearing on a light motor truck, 
would be understood by the public to describe the quality or characteristic 
of the vehicle.” * 


Goods of Different Descriptive Properties 


Fennina, A. C.: Held that applicant is entitled to register 
the word “Irontex” as a trade-mark for men’s and boys’ coats 
notwithstanding the prior use by opposer of the same mark as a 
trade-mark for hosiery. 

The ground of the decision is that hosiery and men’s and 
boys’ coats are not of the same descriptive properties. 

In his decision the First Assistant Commissioner said: 


* Ex parte, The Reo Motor Car Co., 146 M. D. 473, June 2, 1925. 
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“It is established in the American Law of Trade-Marks that different 
goods may stand side by side in the market bearing the same trade-mark 
without damage to either party, unless the goods are so nearly alike as to 
allow one to be substituted for the other or to lead the purchasing public 
to believe that the goods come from the same source. Opposer in its 
store sells coats for men and boys and also sells hosiery. The goods, 
however, are sold in different departments in that store. They are manu- 
factured in different factories. The sole thing in common between them 
seems to be that they are made of the same material, although it does 
not appear that opposer has ever applied the mark ‘Irontex’ to woolen 
hosiery. 

“The mark itself here, while not deceptive, is highly suggestive as 
indicating that the goods are made of textile material which has some of 
the wearing qualities of iron. Under these circumstances I am unable 
to believe that damage is probable or that the purchasing public will 
be deceived and believe the goods come from the same source. The 
record here fails to indicate any confusion, although the marks have 
stood side by side in the market for several years.” 


After referring to the case of Oppenheim, Oberndorf § Com- 
pany, Inc. v. President Suspender Company, decided January 5, 
1925 [15 T. M. Rep. 80], in which the Court of Appeals of the 
District of Columbia held that suspenders are of the same descrip- 
tive properties as men’s shirts, he said: 

“It appeared there, however, that the goods were alike embraced 
within the class of men’s furnishings and frequently manufactured by 
the same companies, sold together under the same trade-mark to jobbers, 
who in turn sell them to the same class of retail merchants, by whom 


they are vended by the same clerks in the same trade to the same 
general class of customers. 


These conditions being not present in the instant case that decision 
seems to me not pertinent.” * 


Fennine, A. C.: Held that applicant is not entitled to 
register the words “Full-O-Pep,” as a trade-mark for self-rising 
flour, in view of the prior use of this mark by opposer as a 
trade-mark for chicken feed. 

The ground of this decision is that it is not uncommon for 
self-rising flour, chicken feed, and other feeds to be produced and 
sold by a single mill, and that the use of the same trade-mark on 
the goods specified would be likely to cause confusion of reputa- 
tions or as to the source or origin of the goods. 

In his decision, after stating that the record did not show 


*R. H. Macy & Co., Inc. v. H. W. Carter & Sons, 146 M. D., 383, 
Feb. 18, 1925. 
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the exact composition of the chicken feed but it was fair to assume 
from the evidence that it was a grain product, and that it was 
fair to assume also that the opposer operated a flour mill, the 
Assistant Commissioner said: 


“Since 1918 opposer has expended upwards of a half a_ million 
dollars in advertising its product, and its annual sales amount to several! 
millions of dollars. It appears that it is not uncommon for self-rising 
flour, chicken feed, and other feeds to be produced and sold by a 
single mill. 

“In Williams v. Kern & Sons, 1918 C. D. C. D. 201, 254 O. G. 866, 47 
App. D. C. 441 [8 T. M. Rep. 226], self-rising pancake flour and corn- 
meal were held goods of the same descriptive properties as flour. In 
Imperial Cotto Sales Co. v. The N. K. Fairbanks Co., 1921 C. D. 144, 
284 O. G. 961, 50 App. D. C. 250 [11 T. M. Rep. 107], animal feed 
meal from cotton seed was held to be goods of the same descriptive 
properties as cooking fat from cotton seed. The Court of Appeals in 
those cases rested its decisions upon the fact that there was likely to be 
confusion of reputations or confusion as to the source of goods bearing 
identical trade-marks. 

“It seems to me the same reasoning applies to the present case and 
that the opposition should be sustained.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 


register, as a trade-mark for cakes, a mark consisting of certain 


words in the outline of a shield and other words in the outline of 
a heart, all arranged within a fancy border, in view of the prior 
use by the opposer of similar words arranged in an outline of a 
shield, for the same class of goods. 


The ground of the decision is that the marks are so similar 


that when used upon the same class of goods confusion would be 
likely to occur. 


In his decision the First Assistant Commissioner said: 


“The marks are used upon the same class of goods. It is difficult to 
conceive that applicant has not designed the dress of his goods with the 
intention of palming them off for those of the opposer. There is a 
general similarity of embellishments and ornamentations, and the general 
effect, especially when viewed from a slight distance, is quite the same in 
both marks. In detail, there are differences, it is true, but considering 
the marks as a whole, it is believed there would be confusion in trade 
if they were used in competition upon the same class of goods.” ” 


* The Quaker Oats Co. v. Holland-O’Neal Milling Co., 146 M. D. 
382, Feb. 18, 1925. 


* Ward Baking Company v. Matti Tuuri, 146, 385, Feb. 20, 1925. 
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Kinnan, F. A. C.: Held that plastic compounds for repairing 
brick work and laying up brick work are goods of the same descrip- 
tive properties as fire brick and refractory cement; and that the 
registration of the mark ‘“Pyropaste” by the Chicago Fire Brick 
Company for the former goods should be canceled in view of a 
decision in an interference awarding priority to The Pyro Clay 
Products Company of use of the mark “Pyro” as applied to the 
latter goods. 

The First Assistant Commissioner further held that the word 
“Pyro” was not descriptive of fire brick and refractory cement, 
but at the most was only suggestive.*® 


Grade Mark 


Rosertson, C.: Held that the fact that the International 
Shoe Company had used the word “Niagara,” as a mark indicating 
one grade of its shoes on which a trade-mark appeared, was not 
sufficient ground for canceling the registrations under the Act of 
March 19, 1920, of the word “Niagara” and the word “Niagara,” 
with a picture of the Niagara Falls, as trade-marks for shoes, by 


the registrant. 


In his decision, after referring to the labels filed by the 
International Shoe Company and the testimony showing that it 
had used the word “Niagara” only as a grade mark, the Com- 
missioner said: 


“This case is governed by the case of The Touraine Co. v. F. B. Wash- 
burn & Co., 52 App. D. C. 356, 309 O. G. 676, 1923 C. D. 174-177 
[13 T. M. Rep. 131], in which it was held that the use of the word 
*Touraine’ as a grade mark for a candy mixture used in connection with 
the trade-mark ‘Waleco’ by the opposer did not constitute a trade-mark 
use of the word ‘Touraine.’” 

- ss - * 

“In the case of Theo. Weiss & Co., Inc. v. Stuart, Keith & Co., Inc., 
335 O. G. 540 [15 T. M. Rep. 162], the Court of Appeals held that the 
appellee’s use of the words ‘Just Like Dad’s’ to distinguish certain gar- 
ments as being different from its other line of goods, did not constitute 
trade-mark use of these words.” ” 


* The Pyro Clay Products Co. v. Chicago Fire Brick Co., 146 M. D. 
469, June 2, 1925. 

” International Shoe Co. v. Niagara Shoe Co., Inc., 146 M. D. 491, 
493, June 26, 1925. 








FIFTEEN TRADE-MARK REPORTER 


Laches 


Krinnan, F. A. C.: In an interference case it appeared that the 
applicant, following a decision of the Examiner of Interferences in 
its favor in an interference involving its application and the regis- 
trations of the other parties, prayed for the cancellation of those 
registrations; that, although the decision in the interference had 
been rendered some time previously, jurisdiction was restored to 
the Examiner of Interferences to consider the petition; that he 
declined to recommend the cancellation of the registration of the 
Chicago Fire Brick Company in view of the showing made in 
response to an order to show cause, but did recommend the cancel- 
lation of registrations of the Pyro Products Company which had 
made no showing. 

Held that generally all questions which could have been raised 
in the interference were res adjudicatae; but that since the Chicago 
Fire Brick Company contended that the question of the difference 
of goods, which it argued at final hearing, could not have been 
raised until after the testimony had been taken, and the Examiner 
of Interferences, who awarded priority to the applicant, did not 
pass upon this question, the case would be remanded to the Ex- 
aminer of Interferences to consider that question, and to decide 
also whether there had been such a hearing originally as would 
justify his rendering a decision thereon without a further hearing. 

The First Assistant Commissioner also held that although there 
was quite an interval between the final decision in the interference 
and the bringing of the request for cancellation, there was no such 
laches as would bar the applicant’s right to have that request con- 
sidered. 

After referring to the case of Phillips v. Hudnut and Mack, 
278 O. G. 629, 49 App. D. C. 247 [10 T. M. Rep. 248], and the 
case of Bluthenthall § Bickart v. Bigbie Bros. § Co., 148 O. G. 
1346, 38 App. D. C. 209, he said: 


“* * * It is believed a separate proceeding under Section 13 is un- 
necessary to settle the question of cancellation in the case at bar.” ™ 


*The Pyro Clay Products Co. v. Pyro Products Co. v. Chicago Fire 
Brick Co., 146 M. D. 447, May 8, 1925. 
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Name of Type 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register under the Act of 1920 the notations “Austrian Prune Plum” 
and “South Haven Peach” as used upon fruit trees, scions, grafts, 
cuttings, stocks and roots. 

The ground of these decisions is that the goods are of a type 
which reproduce themselves and that anyone who has purchased 
these trees or scions would have a right to designate the reproduc- 
tions thereof by the recognized name of the species and therefore 
the applicant is not entitled to the exclusive use of these names. 

In his decision the First Assistant Commissioner said: 


“* * * The goods to which appellant applies its mark are properly 
designated merchandise when removed from the soil or other fixed environ- 
ment, but after they are sold, they, like the cattle or the sheep, may be 
used to reproduce their kind and those purchasing the original goods and 
obtaining reproductions of them would have the right to designate such 
reproductions by the recognized name of the species and sell them to 
others under such distinguishing name. Thus still others could do as the 
first purchasers did and so on indefinitely. In this way the appellant 
would no longer have the exclusive right to use in commerce, the notation 
here sought to be registered as a trade-mark.” 


With reference to the question that even if the holding above 
made is correct the marks are registrable under the Act of 1920, 
the First Assistant Commissioner said: 


“* * * It is apparent, without argument, that there is nothing in 
this Act which changes the situation so far as appellant’s case is concerned. 
When some improved species of fruit or vegetable is produced, after the 
laborious and costly experimenting that is necessary for such production 
there should be some way to extend protection to the party who has 
created this beneficial food, but it is believed the trade-mark law does 
not afford such protection.” ™ 


Part of Corporate Name 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “Royal,” as a trade-mark for blank books, in 
view of the fact that there was a record in this Office of the 
articles of incorporation of The Royal Varnish Company. 


“Ex parte, The Greening Nursery Company, 146 M. D. 470, June 4, 
1925. 
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The applicant contended that the rejection could not be 
sustained because the incorporation of The Royal Varnish Company 
was subsequent to its alleged date of use. 

In his decision the First Assistant Commissioner, after pointing 
out that the Court of Appeals had held that the prohibition against 
registering corporate names was based upon the fundamental right 
of a corporation to its name, irrespective of the goods to which it 
is applied, and that the prominent word of a corporate name must 
be regarded as within the prohibition of the Trade-Mark Act, held 
that under the ruling of that Court in the case of Howard Company 
v. Baldwin Company, Howard Company v. Valley Gem Piano 
Company, 326 O. G. 685, 48 App. D. C. 437 [9 T. M. Rep. 116], 
it was immaterial whether the incorporation preceded or followed 
the alleged date of use of the applicant, provided the date of the 
incorporation was prior to the filing date of the application for 
registration. 

After pointing out that the Court in its decision recognized 
that the Baldwin Company had used the word “Howard” as a 
trade-mark long prior to the date of incorporation of the Howard 
Company, the First Assistant Commissioner said: 

“It is noted, however, that after making such a holding, the Court 
added: 


“*When the Baldwin Company applied for registration of the word 
Howard, the Howard Company was in existence and a direct competitor 
of applicant in the piano business. Hence the registration of its com- 
petitor’s name was sought and secured in direct violation of the express 
terms of the statute. 

“*When it is borne in mind that the Court had already stated the 
Baldwin Company had adopted and used the mark long prior to the 
incorporation of the Howard Company, the conclusion seems warranted 
that the Court regards the statute as barring registration of a trade- 
mark constituting a substantial part of a corporate name, applied for 
after incorporation, although adopted and used before the date of incor- 
poration.’ ” # 


Prints 


Fennine, A. C.: Held that applicant is not entitled to 
register, as a print for advertising purposes for insurance, a 


Ex parte, S. E. & M. Vernon, Inc., 146 M. D. 487, June 25, 1925. 
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square piece of red cloth upon which is printed in white letters 
“Danger C. Frost Insurance 379-E.” 

The ground of the decision is that insurance is not an article 
of manufacture and the print is therefore not registrable under the 
statute. 

In his decision the Assistant Commissioner said: 

“The only statute under which the Patent Office operates to give 
copyright protection is the Act of June 18, 1874, which specifically pro- 
vides that the prints or labels registered must be used for ‘other articles 


of manufacture.’ It is clear that insurance is not an article of manu- 
facture and consequently the print cannot be accepted.” 


After pointing out that one of the specimens filed had on it 
no notice of copyright and the other carried a notice “Copr.” C. 
Frost, the Assistant Commissioner said: 


“The letter of Oct. 9, 1924, filed with the original application here, 
indicates that applicant had used his device for two and a half years 
prior to filing his application for registration. The specimens filed at that 
time bear no notice of copyright and it appears therefore that whatever 
right to copyright protection applicant may have had was lost by publish- 
ing his device without the statutory copyright notice. If the device had 
been used for two and a half years with the copyright notice, probably 
the application for copyright was made too late.”™ 


Use of Slogan as Trade-Mark 


KinnaNn, F. A. C.: Held that applicant is entitled, under the 
ten-year clause of the Trade-Mark Act of 1905, to register, as a 
trade-mark for varnishes, the expression, “The Oldest Varnish 
Makers in America.” 


The ground of this decision is that the testimony offered on 
behalf of the respective parties showed that C. Schrack & Co. 
had commenced manufacturing varnishes prior to the date of manu- 
facture established by opposer, that it did not appear that during 
ten years preceding the passage of the Act of 1905, opposer had 
used the expressions “The First Varnish Factory Established for 
the Manufacture of Varnish in America,’ “The First Varnish 
Factory in America,” or “The First to Manufacture Varnishes in 
America,” and that the expression used by applicant was used in a 
trade-mark sense. 


*In Re Chas. N. Frost, 146 M. D. 478, June 5, 1925. 
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With respect to the testimony offered on behalf of applicant, 
the First Assistant Commissioner, after pointing out that opposer 
had introduced evidence to show that it had established a varnish 
factory in America in 1827, said: 


“Applicant has submitted in evidence a series of exhibits, A to D, 
which are licenses to its predecessor in business at different periods from 
1816 to 1826. These licenses are to sell merchandise by retail, other than 
wines and spirits. Clearly enough, these do not establish that applicant’s 
predecessor made varnishes. Another exhibit, however, E, comprises 
receipts, orders and statements of accounts during the years from 1812 
to 1825. They show that applicant’s predecessor purchased gum, copal 
and rosin, and spirits of turpentine, which are ingredients of varnish, 
and that orders for varnish were received and that the varnish was sold 
during the latter part of this period. It is believed this testimony, in 
the absence of any testimony to the contrary, may be said to fairly estab- 
lish applicant’s predecessor in business dealt in and probably made var- 
nishes prior to the date opposer alleges it established a varnish factory.” 


With respect to the question of the slogan or notation being 
used as a trade-mark by applicant, he said: 


“It may be said that the slogan or notation clearly enough indicates 
origin of the goods, because, if it is truthfully used, there can be but 
one manufacturer who was first in the field in America. It is self-evident 
that if such is the fact only one manufacturer or dealer in this class of 
goods is entitled to employ such a notation. The notation has been com- 
pared, by opposer, to such notations as the best manufacturer, or the 
largest manufacturer, or the most reliable manufacturer of varnishes in 
America. The comparison is not deemed persuasive of opposer’s view 
because while there might well be a largest manufacturer, a best, or a 
most reliable manufacturer, who could be identified today, that might 
not be true a year from now. The identity of the manufacturer who was 
oldest in the business cannot change so long as he carries on that busi- 
ness.” 


With respect to the question of damage to the opposer, he said: 


“It is believed the Examiner of Interferences correctly decided that, 
since opposer had not sustained the burden of proof upon it to establish 
its right to use this notation indicating it was first in the field as a maker 
of varnish, its use of such notation is misleading and deceptive. It is 
believed, therefore, that it cannot show damage such as to sustain its 
opposition.” * . 


* Edward Smith & Company v. C. Schrack & Co., 146 M. D. 439, May 1, 
1925. 








